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the courts of the United States, and of the several States and in 
the Washington tribunals. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal Congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and business 
executives and is edited with a view to their needs and requirements. 
The subscription price is Six Dollars per year in the United States 
and Mexico; for other countries, add fifty cents. Subscriptions may 
begin at any time. Write for sample copy. 


A limited number of volumes for previous years can be furnished 
at the following prices: 
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Brown Buckram 
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Hidden Values 


How can a lawyer determine with reasonable accu- 
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racy, the ‘‘value’’ of any case or statute in which 
he’s interested? 


The answer is to be found in data obtained from 
the following sources: the history of the case on 
appeal; the interpretation placed upon the case by 
later cases; the legislative history of the statute; and 
the interpretation the courts give the statute. 


By means of modern scientific methods, Shepard’s 
Citations brings these hidden values to light... . 
presenting graphically as well as analytically, in- 
formation which must be known to every lawyer 
who intends to rely on a particular case or statute. 


Because of the guidance it provides, the Shepard 
service is utilized day in and day out by thousands 
of lawyers and judges in every city and town in the 
United States. 


Shepard’s Citations is fully described in a 33 page 
booklet which will be mailed without charge to 
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H. N. Hevusner & Son v. Feperat Trape Commission 
(106 F. [2d] 596) 


United States Circuit Court of Appeals, Third Circuit 
August 10, 1939 


[frapE-Marks AND Unrair CompretitioN—FeEperat Trape Commission Act— 
“Havana” on Domestic Cicars—Seconpary MEANING. 

On appeal from a “cease and desist” order of the Federal Trade 
Commission, requiring petitioner to omit the word “Havana” in describ- 
ing its cigars made of Pennsylvania tobacco, the court must consider 
whether the elimination of said word would cause confusion among peti- 
tioner’s customers, as well as loss to the former; also whether the long 
use of the said word had given it a secondary meaning when used on 
petitioner’s cigars. 

[RADE-MarkE AND Unrair Competirion—Feverat Trape Commission Act 
“Havana Smoxers”—Svuirs—Form or Decree. 

In the case at issue, petitioner, a manufacture of cigars containing 
only Pennsylvania tobacco, but sold as “Havana Smokers,” was allowed 
two years to eliminate the word “Havana” from its trade description, 
as the cigars had been so named since 1902 and a sudden change would 
cause confusion among smokers as well as loss to petitioner. 


In equity. On appeal from a “cease and desist” order of the 
Federal Trade Commission. Order modified. 


John Walsh and Louis A. Spiess, both of Washington, D. C., for 
petitioner. 

W. T. Kelly, Chief Counsel Federal Trade Commission, Martin 
A. Morrison, Asst. Chief Counsel and Dewitt T. Puckett and 
James W. Nichol, Sp. Attys., all of Washington, D. C., for 
respondent. 


Before Brees, Maris, and Criark, Circuit Judges. 


Crark, C. J.: The “harmless drudges” (as Doctor Johnson 
defined them) who have busied themselves “in tracing the original, 
and detailing the signification of words,’ are in agreement that a 
“Havana” cigar is one made from Cuban tobacco. New Century 
Dictionary, Vol. 1, p. 719; Webster’s Universal Dictionary (1936), 
p. 772. Such, too, is the understanding of the trade, Tobacco 
Manual p. 19, and we are told: “The tobacco leaf of Cuba is world 
famous for its aroma and makes the finest of all cigars.” The Wide 


Realm of Lady Nicotine, 8 Compton’s Encyclopedia, p. 3509. 
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Hence, the implicit misrepresentation in selling Cuban tobaecoless 
cigars under the label “Havana” hardly merits comment. The 
judicial reaction to that practice may be observed in two fields: 


Suits for trade-mark infringement, and the review of orders by an 


administrative agency pledged to extirpate “unfair methods of com- 
petition,’ 15 U. S. C. A. § 45. It has met with unanimous con- 
demnation in both. 

The doctrine of unclean hands as applied to the protection of 
trade-marks and names has been thoroughly elucidated in the text 
books and law reviews: Derenberg, “Trade-Mark Protection and 
Unfair Trade,” pp. 659 et seq.; Nims, “Unfair Competition and 
Trade-Mark” (Third Edition) pp. 977 et seq.; 31 Harvard Law 
Review 889 (note); 21 Yale Law Journal 426 (note); 15 Yale Law 
Journal 309 (note) ; 32 Halsbury’s “Laws of England” pp. 657-658. 
Suffice it to say that misrepresentation as to ingredients, Worden & 
Co. v. California Fig Syrup Co., 187 U. S. 516, 23 S. Ct. 161, 47 
L. Ed. 282 (‘Fig Syrup” without figs), and as to the place and 
manner of manufacture, Manhattan Medicine Co. v. Wood, 108 U. S. 
218, 2 S. Ct. 436, 27 L. Ed. 706 (Moses Atwood, of Georgetown. 
Mass., for Manhattan Medicine Company, N. Y.), Kosofsky v. Sil 
bert, 123 Misc. 638, 205 N. Y. S. 735 (Hudson Bay Fur Company 
without furs from Hudson Bay), have prevented the traders who 
used them from securing equitable relief. As early as 1867 the 
Supreme Court of Pennsylvania (wherein is situated Constatoga, 
birthplace of the stogy) invoked the doctrine in connection with 
domestic cigars mislabeled ““Havana.”’ Not even deigning to stress 
the misdescription of ingredients, the learned court described that 


“é 


practice as: . a falsehood as to the place where his goods are 
manufactured, in order to have the benefit of the reputation which 
such goods have acquired in the market.” Palmer v. Harris, 60 Pa. 
156, 158, 100 Am. Dec. 557. Other courts followed suit, Newman v. 
Pinto, 4 R. P. C. 508; Solis Cigar Co. v. Pozo, 16 Colo. 388, 26 P. 
556, 25 Am. St. Rep. 279. 

The work of the Federal Trade Commission has been along 


similar lines: Derenberg, ‘““Trade-Mark Protection and Unfair Com- 
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petition” pp. 190 et seq.; Henderson, “The Federal Trade Commis- 
sion” p. 182. Here the public has been protected, affirmatively 
rather than negatively, from misrepresentation of ingredients, 
Federal Trade Commission v. Winsted Hosiery Co., 258 U. S. 483, 
12 S. Ct. 384, 66 L. Ed. 729 (“natural wool” for cotton); Federal 
Trade Commission v. Algoma Lumber Co., 291 U. S. 67, 54 S. Ct. 
315, 78 L. Ed. 655 (“California white pine” for yellow pine) ; Proc- 
ter & Gamble v. Federal Trade Commission, 6 Cir., 11 F. (2d) 47 
(““Naptha soap” without naptha) ; Masland Duraleather Co. v. Fed- 
eral Trade Commission, 3 Cir., 34 F. (2d) 733 (“Duraleather” with- 
out leather); and of the place and method of manufacture, Federal 
Trade Commission v. Bradley, 2 Cir., 31 F. (2d) 569 (“English tub 
soap’ made in America); Lighthouse Rug Co. v. Federal Trade 
Commission, 7 Cir., 35 F. (2d) 163 (“Lighthouse” rugs not made by 
blind men). By the same token, the Commission will not counte- 
nance “Havana,” “Cuban,” “Tampa,” and “Wheeling” cigars which 
are geographically or analytically unworthy of the name. See 105 
Commerce Clearing House Trade Regulation service, Section 505 
6465-75; 106 Commerce Clearing House Trade Regulation Service, 
Sections 9100, 9745. 

Accordingly, the petitioner, a Pennsylvania manufacturer of 


cigars which contain only Pennsylvania tobacco, but are branded 


‘Havana Smokers,” has been ordered to cease and desist from using 


the word “Havana” to designate its product. We are asked to 


modify this order so as to permit the retention of the word “Havana” 
with an appropriate “qualification,” i.e., the legend: ‘Notice. These 
Cigars are made in the United States and only of United States 
tobacco.” 

The difficulty of petitioner’s position lies in the fact that the im- 
plication of the word ‘““Havana’”’ is totally false. The purchaser can 
be guided by either label or legend, but not by both. This circum- 
stance came before the Court of Appeals for the District of Colum- 
bia in a recent case. After a carefully considered review of the 
authorities the learned court concluded: “. ... But the phrase ‘Army 


and Navy’ in the name ‘Army and Navy Trading Company’ makes 
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the single representation that at least the major portion of the mer 
chandise offered for sale is in some sense Army and Navy goods. 
This single representation being untrue, it cannot be qualified; it can 
only be contradicted. The cases urged by the Trading Company 
and above discussed justify qualification of a trade-name where 
qualification is possible; they do not justify contradiction.” Federal 
T'rade Commission v. Army & Navy Trading Co., 66 App. D. C. 394, 
88 F. (2d) 776, 780. We doubt if petitioner would accede to a true 
qualification—“Fake Havana Smokers.” 

It appears, however, that the cigars in question have been 
branded “Havana Smokers” since 1902. This, we think, calls two 
mitigating factors into play. First, the sudden elimination of the 
word “Havana” might cause confusion, or even consternation, among 
the devotees of petitioner’s cigars, as well as substantial loss to 
petitioner, cf. Masland Duraleather Co. v. Federal Trade Commis 
sion, 3 Cir., 34 F. (2d) 733. Second, it is possible, although the 
point is not reflected in the findings of the Commission, that the long 
misuse of the word “Havana” has lent that term a species of sec- 
ondary meaning in connection with petitioner's cigars. See Notz, 
“Unfair Commercial Practices in International Trade,” 23 Bulletin 
of United States Trade-Mark Association (New Series) 79. Courts 
of equity now tend to take this fact into account before applying the 
doctrine of unclean hands in the manner above referred to. As a 
leading text writer has put it: “They are now chiefly concerned with 
whether in the case of particularly well known marks and names, 
the public has become accustomed to associate a product with a 


definite taste, appearance, smell, etc., without in the least being 


deceived by a product which does not contain exactly what it pro- 


fesses to, but which is the identical article which had previously sat- 
isfied them.” Derenberg, “Trade-Mark Protection and Unfair 
Trading,” p. 670. 
See Coca-Cola Co. v. Koke Co., 254 U. S.- 148, 41 S. Ct. 1138, 65 
L. Ed. 189; Le Blume Import Co. v. Coty, 2 Cir., 293 Fed. 344. 
We feel that these considerations, although without bearing on 
the propriety of the Commission’s order, may well influence the 
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method whereby it is to be enforced. As a consequence, petitioner 


will be allowed two years within which to eliminate the word 
“Havana” as prescribed in our recent decree in Bayuk Cigars, Inc. 
v. Federal Trade Commission. 

The order of the Federal ‘Trade Commission is modified in ac- 
cordance with the views set forth in this opinion and its enforcement 
as so modified will be decreed. 


GAUVIN Vv. SMITH 
(26 F. S. 194) 


United States District Court, District of Connecticut 
January 23, 1939 


Unrarr Competition—‘“Otv Encusi THatrcn”’—Svurrs—Partiss. 

In an action for alleged unfair competition, involving use of the 
trade-mark “Old English Thatch,” where plaintiff was the owner of a 
Canadian patent corresponding to the patent in suit, it could not bring 
suit against defendant, a former official of the Canadian corporation, 
inasmuch as plaintiff had never made or sold such roofing materials at 
any time in the United States. 

In equity. Action for patent infringement and for alleged un- 
fair competition. Decree for plaintiff for infringement and bill 


dismissed as to unfair competition.’ 


Paul Kolisch, of New York City, and George H. Cohen, of 
Hartford, Conn., for plaintiff. 

Emery, Varney, Whittemore & Diz, by Nichol M. Sandoe, all of 
New York City, for defendant. 


Tuomas, D. J.: This is a suit brought by the plaintiff to restrain 
infringement of Patent No. 1,783,839, granted to the plaintiff on 
December 2, 1930, for a roof covering. The application for this 
patent was filed on December 27, 1929. Plaintiff’s rights in the 
patent and the jurisdictional pre-requisites are admitted. 

In addition, plaintiff charges the defendant with unfair com- 
petition by reason of his advertising and selling the alleged infring- 


1 Note.——That portion of the decision relating to patent infringement is 
here omitted.—Eb. 
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ing roof covering under the name of “Old English Thatch,” 4 trade- 
name or trade-mark which is alleged to have been first adopted by 
the plaintiff and under which it is alleged the product manufactured 
by the plaintiff and his licensees has become known to the purchas- 
ing public in Canada and in the United States. 


Unfair Competition 

It appears that the plaintiff is the owner of a Canadian patent 
corresponding to the patent in suit and that Thatched Roof Manuv- 
facturing Co., Limited, a Canadian corporation, operates under a 
license from the plaintiff, and manufactures, sells and installs, in 
Canada, roof coverings under the trade-name or trade-mark “Old 
English Thatch.” This Canadian Company was organized in 1933 
and the plaintiff is connected therewith. 

Defendant became associated with the plaintiff in 1935 in the 
exploitation of his patent, was a director, vice-president and secre- 
tary of the Canadian corporation. In the summer of 1936, defendant 
went to New York, taking with him about 500 copies of the advertis 
ing circulars of the Canadian company, Exhibit F, for the purpose 
of interesting American capital in plaintiff's patent. A corporation 
was organized in Stamford, Conn., bearing substantially the same 
name as the Canadian company, namely, Thatched Roof Manufac- 


turing Corporation. Defendant and his associates paid the plain- 


tiff $10,000 in cash and promised to pay a royalty of sixty cents per 
square with a yearly minimum of $3,000. The United States cor- 
poration later on went into bankruptcy, as above stated, but de- 
fendant continued to sell the product manufactured by him under 
the trade-name or trade-mark “Old English Thatch,” that is to say, 


under the very same mark under which it was sold in Canada by the 


Canadian corporation. 

In addition to the charge of infringement of his patent, plain- 
tiff alleges unfair competition by the defendant. While there may 
be some equities in this case, I cannot escape the conclusion that the 
suit was instituted by the wrong party against a wrong party, hav 
ing in mind that the plaintiff’s licensees, Thatched Roof Manufactur- 
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ing Co., Ltd., and Thatched Roof Manufacturing Corporation, are 
not parties to this suit, and, even if it be assumed that one or the 
other or both of these licensee corporations may have a cause of 
action against the defendant for unfair competition, that right does 
not accrue to the plaintiff. If there is any basis for the charge of 
unfair competition, it must be against the defendant as unfairly com- 
peting with the plaintiff and not with the plaintiff’s licensees. 

On the other hand, while plaintiff pleads that roofing materials 
have been made, sold and used by him in Canada, he does not even 
plead that such roofing materials have been made, sold and used by 
him in the United States. As a matter of fact, there is no proof 
whatever that plaintiff has ever made, sold or used such roofing 
materials in his personal capacity at any time or at any place what- 
soever. 

It is clear, therefore, that plaintiff's claim for unfair competition 
must fail because it is fundamental that one cannot acquire rights in 
a trade-mark or trade-name without actual use. Even if we assume 
that plaintiff may have manufactured, sold or used roofing material 
under the name “Old English Thatch” in Canada, as set forth in the 
bill of complaint, plaintiff still cannot succeed because his rights are 
limited to the country or territory in which the trade-mark or trade- 
name has been established by him in actual commercial use, as was 
held in Charles Broadway Rouss, Inc. v. Winchester Co., 2 Cir., 
300 Fed 706. In that case Judge Rogers, speaking for the Circuit 
Court of Appeals, in reversing this court, at page 723 said: “There 
can be no unfair competition, unless the plaintiff is in fact a rival 
in the particular territory for the trade which the defendant secures 


therein. Where a plaintiff has established a trade-name which is not 


strictly a trade-mark, as indicating that goods bearing it are put 


upon the market by him, he is entitled to protection against unfair 
competition in its use by others only within the territorial boundaries 
where he has established his trade-name by actual commercial trans- 
actions, and not outside that territory. Kaufman v. Kaufman, 223 
Mass. 104, 106, 107, 111 N. E. 691. And see the decision of this 
court in Thomas J. Carroll & Son Co. v. McIlvaine & Baldwin, 183 
Fed. 22, 28, 105 C. C. A. 314, affirming [C. C.] 171 Fed. 125.” 
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In conclusion, I find that claims, 1, 2, 3, and 4 of the patent in 
suit are valid and infringed, but that the bill must be dismissed inso- 
far as it relates to unfair competition. 

It is believed that the findings of fact and conclusions of law 
above stated are sufficient to comply with rule 52 of the Federal 
Rules of Civil Procedure, 28 U.S. C. A. following Section 723c, and 
an order so providing must be embodied in the decree which will be 
submitted for signature, properly consented to as to form. 


GROSJEAN ET AL V. PANTHER-PANco RuBBER Company, INc. 
United States District Court, District of Massachusetts 


January 31, 1939 


Trape-Mark INFRINGEMENT—“Gro Corp” ann “Raw Corp” ann “Pawncorn’ 
—Non-ConFiicrinc Marks. 

The words “Gro Cord,” shown in block letters, with two arrows pointed 
to a semi-circle, held not to be confusingly similar to the words “Raw 
Cord by Gro Cord,” shown in large capitals with the device of a piece of 
rope above, nor to the word “Pancord,” all three marks being on cord 
and twine. 

Unrarm Competition—“Corp on Enpv’—Usr or Descriptive Worps—Iy- 
srTaNces oF Conrusion Due Tro Nature or Goons. 

Plaintiff had until 1935 a monopoly in the manufacture of shoe soles 
and heels made in part of textile material and sold under the trade- 
marks “Gro Cord” and “Raw Cord.” In the year named the defendant 
began to put out similar soles and heels under the mark “Pancord,” and 
also used thereon the expression “Cord on End,” which had also been 
used by plaintiff. Held that, inasmuch as the expression “Cord on End” 
had not acquired a secondary meaning, indicating plaintiff's product 
and as the instances of confusion among customers as to the respectiv: 
goods were due to the nature of the goods themselves rather than to 
defendant's markings, the complaint should be dismissed. 


In equity. Action for patent and trade-mark infringement and 
unfair competition. Bill dismissed.’ 


A. L. Ely, Edgar H. Kent, Robert L. Thompson and Roberts, 
Cushman & Woodberry, all of Boston, Mass., for plaintiffs. 


1 Note——The portion of the decision relating to patent infringement is 
here omitted.—Ep. 
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Melvil R. Jenney and Fish, Hildreth, Cary & Jenney, all of Bos- 
ton, Mass., for defendant. 


McLetian, D. J.: This suit involves alleged infringement of 
four patents, United States patent Nos. 1,344,503, 1,344,504, 1,650,- 
511 and 1,687,441, all issued to James E. Grosjean. It involves, 


too, alleged infringement of United States Trade-Mark registrations 
Nos. 149,142 and 285,219. Unfair competition is also charged. In 
its answer, the defendant asserts non-infringement and invalidity of 
the various patents in suit. It also avers non-infringement of the 
plaintiffs’ trade-marks and denies unfair competition. 

The individual plaintiffs named originally included James E. 
Grosjean of Lima, Ohio, the patentee of all the patents in suit, Pearl 
G. Maire and Fred W. Cook, both of Lima, Ohio, alleged owners of 
fractional parts of the patents by assignment, and the Lima Cord 
Sole & Heel Company, an Ohio corporation having its office and 
principal place of business at Lima, Ohio, exclusive licensee under 
the patents in suit. Title to the various patents as alleged has been 
admitted by stipulation of counsel. Nannie A. Grosjean and Pearl 
G. Maire were substituted upon motion as executrices of James E. 
Grosjean, who died after suit was brought. The defendant is a 
Massachusetts corporation, having a principal place of business in 
Chelsea, Mass. 


Findings of Fact 


On December 6, 1921, the corporate plaintiff registered as its 
trade-mark the words “Gro Cord,” the letters “Gro” appearing 
above the letters ‘Cord.’ The letters are shown in block capitals, 
made to simulate cord or twine. The words are flanked by two 
arrows bent to a semi-circle. This is registration No. 149,142. In 
the registration it is stated: ““No claim being made to the exclusive 
right to the use of the word ‘Cord’ apart from the mark shown in the 


. ”> 
drawing. 
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On July 21, 1931, the Lima Company received registration of 
another trade-mark numbered 285,219. It consists in part of the 
words “Raw Cord By Gro Cord.” ‘The words “Raw Cord” are in 
large capitals, and over them is represented a piece of rope or twine. 
Underneath the words ‘““Raw Cord” appears just the word “By,” 
and underneath that the words ‘““Gro Cord” flanked by two arrows 
bent in a semi-circle, as in the corporate plaintiff's earlier trade-mark. 
Again it is stated: “No claim being made to the exclusive right to 
the use of the words ‘Raw-Cord’ and/or the word ‘Cord’ apart from 
the mark shown in the drawing.” 

I think it unnecessary to determine the validity of these trade- 
marks. Assuming without deciding their validity, the question is 
that of infringement. 

To continue with a statement of the facts bearing on this ques- 
tion: ““On December 5, 1922, the defendant registered as its trade- 
mark the word “Pancord”’ appearing in large capitals. It uses on 
its products the same word in script. The plaintiffs say in sub- 
stance that the script is less plain and results in customers confusing 
the defendant’s goods with those of the corporate plaintiff. The de- 
fendant says that if it had used large capitals instead of script the 
plaintiff’s would have had more cause for complaint because at least 
the plaintiff’s lettering and the defendant’s would have been alike. 


However this may be, the matter surrounding the corporate plain- 
tiff’s trade-mark and that of the defendant resemble each other not 


at all, and in view of the express disclaimers heretofore recited, no 


infringement appears. 
The defendant has a trade-mark “‘Biltrite’”’ as to which the plain- 
tiffs do not argue seriously that it infringes. 


Conclusion 


The defendant infringed neither of the corporate plaintiff's 
trade-marks. 


Unrair Competition 


For a further cause of action the plaintiffs allege that the Lima 


Company, exclusive licensee under the various patents, has adopted 
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and used certain distinctive and peculiar forms of advertising litera- 
ture, and has sold its products under distinctive trade-marks or 
trade-names, and with distinctive and individual dress and appear- 
ance, so that such features have come to be recognized in the trade 
as peculiar to and identifying its products and goods. It is charged 
that the defendant, contriving to mislead and deceive the public and 
deprive the plaintiffs of their lawful trade and good-will, and 
maliciously to secure to itself the benefit of the trade and good-will 
built up by the plaintiffs, and particularly by the corporate plaintiff, 
has unfairly and unlawfully imitated the dress, display, appearance. 
advertising and trade-names and trade-marks of the corporate plain- 
tiff. It is averred that the defendant thereby deceived and misled 
the public into purchasing its soles and heels and thus injured the 
plaintiffs. 

Seeking to maintain their alleged cause of action for unfair com- 
petition, the plaintiffs advert chiefly to the script lettering on the 


defendant’s soles and heels heretofore mentioned, the rope lettering 


used in some of the defendant’s advertising matter, the use by the 


defendant of the words “cord on end,” and isolated instances of 


confusion between the corporate plaintiff’s product and that of the 
defendant. 


Findings of Fact 


The corporate plaintiff manufactured for some years the line of 
goods of which the various patents in suit are representative. Ac- 
cording to the evidence, it enjoyed a monopoly of this business until 
1936, when the defendant entered the field. It was contemplated 
that eventually the soles and heels sold by the parties might be made 
a part of shoes of the various types for which they were designed. 

The Lima Company’s soles and heels were marked with the trade- 
marks to which in another connection reference has been made. The 
defendant’s product bore the trade-mark ‘“‘Pancord” in script. The 
plaintiff's complain that this results in a mark readily confused with 
that of the corporate plaintiff, but the difference in marking is such 
as upon inspection to be readily apparent. The fact that in a single 


instance a merchant interviewed by one of the plaintiff's representa- 
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tives read ‘““Raw’”’ for “Pan” from a Pancord sole seems to be insuf- 
ficient to warrant a different conclusion. Such confusion as existed 
was not due to the trade-mark. 

The corporate plaintiff used, at times, in connection with its ad 
vertising, the words “cord on end.” The defendant stamps these 


words on its soles. The words are descriptive of the construction 


employed in both soles. They are also descriptive of the construc 


tion shown in the Grosjean 1919 patent, No. 1,297,834, which has 
expired and is not in suit. I am unable to find that the term “cord 
on end” ever acquired the secondary meaning for which the plaintiffs 
contend. In other words, I cannot find that the plaintiffs have done 
more than to show possibly that people have come to associate the 
corporate plaintiff's product and the name by which it is sometimes 
known with the Lima Company. It is not shown “that the primary 
significance of the term in the minds of the consuming public is not 
the product but the producer.” 

In some instances shoes equipped with the defendant’s soles or 
heels were returned to the corporate plaintiff with complaints of 
faulty construction. A part of the evidence to this effect consisted 
of reports by a salesman not called as a witness, and certain corres 
pondence, both offered under the statute as to business entries 
(U. S. C., Title 28, Section 695). Assuming the admissibility of 
all the evidence proferred on this subject, both that which was ad 
mitted and that which was excluded as not within the statute, it all 
shows only isolated cases of confusion such as would naturally result 
where a new firm enters a field long exclusively occupied by another. 
By their nature, soles of this type must all look a good deal alike. 
Such confusion as occurred was due not to any fraudulent marking 
or deceitful advertising by the defendant, but to the similarity of 
its products to those of the corporate plaintiff, which, as heretofore 
found, were not protected by valid patents or infringed trade-marks. 


1 This quotation taken from Kellogg Company vy. National Biscuit Com 
pany, infra. 
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Conclusions 


Except for the trade-marks, which here were not infringed, this 
case has much in common with Kellogg Company v. National Biscuit 
Company, decided by the Supreme Court of the United States 
November 14, 1938 [29 T.-M. Rep. 1], where it was said: 

Kellogg Company is undoubtedly sharing in the good-will of the article 
known as “Shredded Wheat”; and thus is sharing in a market which was 
created by the skill and judgment of plaintiff's predecessor. . . . But that 
is not unfair. Sharing in the good-will of an article unprotected by patent 


or trade-mark is the exercise of a right possessed by all—and in the free 
exercise of which the consuming public is deeply interested. . . . 


The plaintiffs have not sustained the burden of proof and are 


entitled to no relief based on the charges of unfair competition. 


By reason of the invalidity of the patent claims in suit, the de- 
fendant’s non-infringement of the corporate plaintiff's trade-marks, 
and the plaintiff's failure to make out a case of unfair competition, : 
decree dismissing the bill is to be entered. 


SeLtcuow & Rienter Co. v. WestTerRN Printine & LiItHoGRAPHING 


Co., ET AL. 
(29 F. Supp. 569) 


United States District Court, Eastern District of Wisconsin 


September 11, 1939 


‘TrapE-MarkK INFRINGEMENT AND Unrarr Competirion—Svtrs 
INJUNCTION—WHEN GRANTED. 
In a suit for trade-mark infringement and unfair competition, a pre- 


liminary injunction should not be granted if there is doubt as to plain- 
tiff’s right to relief. 


Trapve-Marxs—Descrirtive Terms—Uwnrair Use. 

Although a word may be purely descriptive and hence not capable 
of becoming an arbitrary trade-mark, there may, nevertheless, be such 
an unfair use of the word or symbol as to constitute unfair competition. 

Trape-Mark INFRINGEMENT—“ParcHEEsI” ON GAMES—INJUNCTION. 

Where plaintiff and its predecessor in business had used the name 
“Parcheesi” as a trade-mark on board and counter games manufactured 
and sold by them in interstate commerce since 1869, and had built up a 


-PRELIMIN ARY 
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valuable good-will in such market and identified it to the trade generally 

as indicating their product exclusively, the use by defendarits on a 

similar game of the words “Parchesi” and “Pachisi” was enjoined pend- 

ing trial. 

In equity. Action for trade-mark infringement and unfair com- 
petition. On motion for temporary injunction. Motion granted. 


Alex V. Beeken, of New York City, for plaintiff. 
Foley § Brach, of Racine, Wis., for defendants. 


Durry, D. J.: This is a motion by the plaintiff for a temporary 
injunction to restrain the defendants during the pendency of this 
action from making, selling, distributing, or offering for sale, games 
under the name of “Parcheesi,”’ “Parchesi,” “Pachisi,’ or any other 
similar word. The defendant Western Printing and Lithographing 
Company is the manufacturer and owns all of the capital stock of 
the defendant Whitman Publishing Company; the latter acts as 
sales agency. For convenience, both will be referred to hereafter as 
the defendant. 

The complaint alleges that the plaintiff is the owner of trade- 
mark “‘Parcheesi’”’ for games and of the United States Trade-Mark 
Registration No. 123033 of October 8, 1918, renewed September 6, 
1938. The plaintiff claims that since 1869 it and its predecessors 
have used the name “Parcheesi’” as a trade-mark on board and 
counter games manufactured and sold in interstate commerce; that 
they have built up a good-will in the business and acquired common 
law rights in the mark by virtue of continuous and exclusive use and 
advertising; that the trade-mark “Parcheesi” became known to and 
recognized by the trade, dealers in and users of the game, and the 
public generally, as being their trade-mark and indicating goods 
manufactured and sold by them. The complaint shows that the 


suit is brought against the defendants not only for infringement of 


said registration and of the common law rights of the plaintiff in said 


trade-mark, but also for unfair competition. 

The game “Parcheesi” is played upon what appears to be a 
heavy cardboard, which folds in the center. On or about April 1, 
1939, the defendants caused to be manufactured and thereafter dis- 
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tributed to the trade, a game known as “Parchesi.” It was very 
similar in appearance to the game manufactured and sold by plain- 
tiff. Exhibit D-1 is plaintiff's game. The outer cover is black and 
in about the center of the cover the following appears in gold letters 
on a dark blue backgound: 
A Royal Game of India 
PARCHEESI 
Popular Edition 
The game which the defendants brought out, which is Exhibit 

C-1, has a dark blue cover, and at about the center of the cover 
there appears the following: 


PARCHESI 


A Game of India 


These letters are also in gold and while the letters are somewhat 
different type, yet they are about the same size in each case. The 
boxes containing the dice, dice cups and counters are somewhat 
different in shape, but on the cover of each are exactly the same 
inscriptions as hereinbefore described. 

For some years previous, the defendant, as well as other toy 
manufacturers, has sold to the trade the same game, but under the 
name of “India.” There is no claim by the plaintiff that it is en- 
titled to the exclusive use of the game as such, but plaintiff does 
contend that it is entitled to protection in the use of the name 
“Parcheesi,” or any such variation of that name which would confuse 
and deceive the public. After the commencement of the suit, the 
defendant alleged in its answer that it had ceased to manufacture 
the game under the appearance as indicated by Exhibit C-1, but 
asserts its right to manufacture, sell and distribute said game under 
the name of “Pachisi,’” but with the cover in a red or orange color, 
and with the words thereon appearing in white letters; and there 


has been submitted to the court a sample in which the following 


appears, printed on a red background: 


Whitman’s 
PACHISI 


A Game of India 
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While the name “Whitman” and the words “A Game of India” 
appear in block letters, the word “Pachisi’” is enclosed in the scroll, 
and is in exactly the same form and size as appears on the cover of 
Exhibit C-1. The plaintiff then filed a supplemental bill, asking 
that the defendants be restrained from the use of “Pachisi.” 

The defendant earnestly contends that it is wholly within its 
rights in manufacturing and selling the game under the name 
“Pachisi” in a different color and style than the game manufactured 
and sold by the plaintiff. Defendant contends first that the plain- 
tiff’s trade-mark is invalid, because of alleged false statements made 
in the application for registration. The President of Essanar Com 
pany, Inc., in the application, stated that the trade-mark has been 
continuously used in the applicant’s business and the business of its 
predecessors in title since 1869, and that no other person, firm, or 
corporation had a right to use said trade-mark. Defendant contends 
that this statement was untrue because of certain licensing agree- 
ments which are set forth in detail in the moving papers herein. 
Defendant further contends that, even though the registration would 
be held to be valid, the name “Parcheesi’” was not properly the sub- 
ject of a trade-mark because generic and descriptive words are not 
subject to exclusive appropriation as trade-marks. It appears that 
a very similar game was played in India for many years. The high- 
est count that could be made in the Indian game was twenty-five, 
and the Hindustani word for twenty-five sounded similar to “Par 
cheesi’” or “Pachisi.” Defendant contends that inasmuch as “Par 
cheesi’” is, in effect, a translation of the Hindustani word meaning 
twenty-five, it cannot, under cases cited, be the basis of a trade-mark 
in this country. Defendant further contends that the plaintiff has 
not shown a secondary meaning of the word “Parcheesi’”’ or any 
palming off of the defendant’s game as that of the plaintiff. De 
fendant further contends that the plaintiff has abandoned its trade- 
mark, perhaps not intentionally, but due to the operation of the law. 

These defenses do raise serious questions and if there was noth 
ing further in the case, it is very doubtful whether a preliminary 


injunction should be issued. It is well settled, of course, that if 
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there is doubt as to the plaintiff’s right to relief, a preliminary in- 
junction should not be issued. Murray Hill Restaurant, Inc. v. 
Thirteen Twenty One Locust, Inc., 3 Cir., 98 F. (2d) 578; Best 
Foods, Inc. v. Hemphill Packing Company, D. C., 295 Fed. 425; 
American Mercury, Inc. v. Kiely, 2 Cir., 19 F. (2d) 295. 

It is very evident that an ordinary customer, going into a store 
and asking for the game ‘‘Parcheesi,’ has no information as to who 
might have manufactured and produced that game. Not one pur- 
chaser in a thousand would know or care whether Selchow and 
Righter Company was the publishers or manufacturers. However, 
it clearly appears that those in charge of buying toys for large 
stores and retail outlets have for many years associated the name 
of the plaintiff with the game of “Parcheesi.” It further appears 
that retail stores that had in stock the same game under the name of 
“India” also found it necessary, because.of public demand, to keep 
on hand a stock of “Parcheesi.”” The business of the plaintiff and 
its predecessors has been, since 1869, very largely based on and cen- 
tered around the game of ‘“Parcheesi.”” Many thousands of dollars 
have been spent by the plaintiff and its predecessors in building up 
a good-will for the game under the name of ‘‘Parcheesi.”’ 

Plaintiff sells to nearly 3,000 concerns in all parts of the coun- 
try, many of which are wholesale distributors. The game ‘“Par- 
cheesi’” is on sale in about 10,000 stores throughout the country. 
The affidavit of Harriet T. Righter, president of the plaintiff cor- 
poration, shows that expenditures for advertising the game “Par- 
cheesi’” amounted to more than twenty-five thousand dollars from 
1886 to 1896, and twenty-five thousand dollars from 1903 to 1919; 
and that since 1910 more than one hundred forty thousand dollars 
has been expended in advertising. 

Nims on Unfair Competition and Trade-Marks, 3d. Ed., p. 39, 
says: “Money invested in advertising is as much a part of a business 
as if invested in buildings or machinery, and when the goods of a 


manufacturer have become popular, not only because of their in- 


trinsic worth, but also by reason of the ingenious, attractive and per- 


sistent manner in which they have been advertised, the good-will 
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thus created is entitled to protection against unfair competition.” 
Hilson Co. v. Foster, C. C., 80 Fed. 896. 

From 1917 to 1938 the plaintiff corporation has sold more than 
4,000,000 games of “Parcheesi.” Although the defendant was sell- 
ing the same game under another name, it apparently desired to 
‘ash in and receive the benefit of the good-will which the plaintiff 
and its predecessors. had built up during more than seventy years 
of business activity. , 

“Injury to good-will, actual or threatened, lies at the basis of 
the unfair competition action.” Nims on Unfair Competition and 
Trade- Marks, 3d. Ed., p. 51. 

It is not necessary at this time to pass upon the various defenses 


raised by the defendant other than to indicate that they raise serious 





questions. However, it does appear, at this stage of the proceed- 
ings, that the plaintiff has made out a case of unfair competition 
which would entitle it to a temporary injunction. The right to 
relief by reason of unfair competition may arise from the misuse of 
words, marks, or symbols which are free to everybody to use and 
are not subject to exclusive appropriation by anybody. The exis 
tence of this right of action depends upon a question of fact; whether 
what is done by the defendant tends to injure another unfairly. 
Nims on Unfair Competition and Trade-Marks, 3d. Ed., p. 3. It 
has been held that unfair competition is distinguishable from the in- 
fringement of a trade-mark in this: that it does not involve neces 


sarily the question of exclusive right of another to the use of the 





name, symbol or device. A word may be purely generic or descrip 
tive, and so not capable of becoming an arbitrary trade-mark, and 
yet there may be an unfair use of such word or symbol which will 
constitute unfair competition. G. WV. Cole Co. v. American Cement 
Co., 7 Cir., 130 Fed. 703, 705. 

As was stated in a Wisconsin case (Wisconsin White Lily Butter 
Co. v. Safer, 182 Wis. 71, 74, 195 N. W. 700), according to Nims, 
p. 31: 


ow 


The public have an interest in the trade-name to the extent that the 
courts will not tolerate a fraud upon the public by allowing a name to be 
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used in connection with” a business or article other than that with which it 
was first used. 

A good statement of the law appears in Nims on Unfair Competi- 
tion and Trade-Marks, 3d. Ed., p. 38: 


The difference most often noted between technical trade-mark cases and 
those involving unfair competition seems to rest on the fact that, in technical 
trade-mark cases, the marks involved are words or insignia which may be 
appropriated to the use of one person exclusively, while in unfair competi- 
tion cases the words or insignia involved may be of such character that 
others may use them. Geographical and personal names, colors and 
numerals are of such a character. Yet this limited right, under modern con- 
ditions, often is of great value, so great indeed that, in these cases, it com- 
monly is termed property. 

But defendant contends that with the cover of their game 
‘“Pachisi’”’ appearing in red or orange, and with the name “Whitman” 
appearing prominently, a purchaser could not believe that he was 
buying the plaintiff's game; however, it is not controlling whether 
two articles are readily distinguishable when set side by side, but 
whether the general impression made by defendant’s article upon 
the eye of a casual customer, who is unsuspicious and off his guard, 
is such as to likely result in his confusing it with the original article. 
Notaseme Hosiery Co. v. Straus, 2 Cir., 201 Fed. 99; Straus v. 
Notaseme Hosiery Co., 240 U. S. 179, 36 S. Ct. 288, 60 L. Ed. 590; 
Nims on Unfair Competition and Trade-Marks, 3d. Ed., p. 323. 

As to the difference in color, the court in Schmidt v. Brieg, 100 
Cal. 672, 35 P. 623, 625, 22 L. R. A. 790, said: 

In fact the only material difference between the two labels in design and 
appearance exists in the colors, but this is no defense. . . . The difference 
in color is a mere probative fact—a circumstance to be considered by the 


court in determining the ultimate question as to whether the defendants’ 
devices so closely resembled the plaintiff's labels as to deceive the public. . . . 


Exhibit C-1, which was produced and distributed to the trade by 


defendant before the commencement of this action, had a very 
great deceptive resemblance to plaintiff’s game, Exhibit D-1. There 
was apparently a deliberate attempt to imitate the plaintiff's game 
as much as possible without making an exact duplicate. It was not 
playing the game fair, and as Nims on Unfair Competition and 
Trade-Marks, 3d Ed., p. 25, puts it: “This action of unfair com- 
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petition is the embodiment in law of the rule of the play ground- 


>>) 


‘Play fair! 


In the leading case of Le Blume Import Company v. Coty, 2 Cir., 
293 Fed. 344, 349, the court said: “In Regis v. Jaynes & Co., 185 
Mass. 458, 70 N. E. 480, the plaintiff, who used the word “Rex”’ as 
a trade-mark, was held entitled to restrain the defendant from 
using the word ‘Rexall’ in connection with similar articles. In 
Steinway & Sons v. Henshaw, 5 R. P. C. 77, the makers of the 
‘Steinway Pianos’ were held entitled to restrain a competitor from 


using the name ‘Steinberg Pianos,’ because of the general resem- 
blance of the names. In Estes v. Leslie (C. C.) 27 Fed. 22, the 
publisher of the ‘Chatterbox’ was allowed to restrain the publication 
of ‘Frank Leslie’s Chatter box.’ In N. K. Fairbank Co. v. Luckel, 
King & Cake Soap Co., 102 Fed. 327, 42 C. C. A. 376, the Circuit 
Court of Appeals in the Ninth Circuit granted an injunction because 
‘Gold Dust’ and ‘Gold Drop’ were so similar that the public was 
likely to be misled. And in Stephens v. Peel, 16 L. T. N.S. 145, a 
competitor of ‘Stephens Blue Black Ink, put on the market ‘Steel- 
pens Blue Black’ ink, and was restrained on the ground that he 
infringed.” 

In the only other case where the right of the plaintiff to use the 
name ‘‘Parcheesi’”’ was challenged, the court said: “It seems plain 
that to permit the defendant to make and sell this article under the 
name ‘Parcheesi’ will legalize a fraud upon complainants’ rights.” 
Seichow v. Chaffee § Selchow Mfg. Co., C. C., 132 Fed. 996, 999. 

Defendant threatens to put its game on the market at a price 
which would be only one-third or one-fourth of the price which 
plaintiff charges. Defendant contemplates selling largely through 
the five-and-ten cent stores. Business concerns which purchase 
games for the holiday trade usually put in their orders during 
August and September, and great damage would undoubtedly be 
done to the plaintiff if defendant were permitted to sell their game 
pending the outcome of this suit. 

A temporary injunction may be issued, upon the plaintiff giving 


bond in the sum of twenty-five hundred dollars to protect the 
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defendants from all damage and costs which may be adjudged 
against the plaintiff in this cause by reason of any wrongful and 
improvident issue of an order for a writ of preliminary injunction. 


Lie Lure, INc. v. BLooMINGDALE Bros., INc., ET AL. 
United States District Court, Southern District of New York 
October 26, 1939 
Trap—e Marxs—SumMary JupGmMent—“Lyprone” on Cosmetics—Svu1ts— 

PLEADING AND PRACTICE. 
Motions for summary judgment have generally been denied in patent 
cases and the rule is equally applicable to trade-mark cases. In the case 


at issue, summary judgment was denied, where the issue of fact related 
to title, change of formula of goods and other matters. 


In equity. On defendant’s motion for summary judgment. 


Denied. 


Howard S. Neiman (Edward T. Kelly and Clarence W. Archi- 
bald, of counsel), all of New York City, for plaintiff. 

Pennie, Davis, Marvin & Edmonds (Carl E. Ring, of counsel), 
all of New York City, for defendants. 


Concer, D. J.: The defendant moves for summary judgment 
under Rule 56 of the Federal Rules of Civil Procedure, claiming that 
as a matter of law the plaintizf has no valid rights in the trade-mark 
“Lyptone” (the trade-mark “Lip Lure” is not involved in this 
action). 


Four defenses are urged for the dismissal of the complaint with 
respect to “Lyptone.” It is claimed that the undisputed facts 
establish the defendant’s four defenses, any one of which, if proven, 
is sufficient to dismiss the complaint. THe defenses raised are: 

1. That the plaintiff did not buy and did not intend to buy and 
continue the business of Woelbing as a going concern and hence 
acquired no rights in the trade-mark or good-will of the defendant's 


business, and that the assignment to the plaintiff is invalid. 
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2. That the plaintiff has abandoned the use of the business and 
the use of the trade-mark in the only business and on the only prod- 
uct on which the trade-mark had ever been registered or used. 

3. That the plaintiff is using the trade-mark on a product made 
under a different formula than that which it acquired with the trade- 
mark, and injunctive relief in such a case is forbidden by all the 
authorities, and 

t. That the plaintiff has falsely advertised its trade-mark and 
is entitled to no relief. 

The court has read the papers pro and con, as well as the 
authorities cited, and has reached the conclusion that this case should 
await trial rather than be terminated by a summary disposition. 
Generally, motions for summary judgment have been denied in 
patent cases. (See Oltarsh v. Goodyear Fabrics Corp., {S. D. 
N. Y., Civ. 4-94, Mandelbaum, J., decided September 12, 1939].) 
I think that this rule is equally applicable to cases involving trade- 
mark infringement. 


Without discussing each of the defenses separately, the court is 


of the opinion that issues of fact have been presented with respect 


to every one of the four defenses raised. For example, an issue to 
be determined on the trial is, “Was the sale from Woelbing to the 
plaintiff one of a going business with the trade-mark as an incident 
thereto, or was it merely a transfer of the trade-mark alone, the rest 
of the transaction being merely a sham?’ Another issue involves the 
contention that the plaintiff abandoned the trade-mark. Was the 
change in the formula for chapped lips, to lipstick, merely a change 
in the class of the product, which under the authorities is not an 
abandonment of the trade-mark? ‘This, too, in the opinion of the 
court, is an issue of fact which requires formal proof and should 
not be decided on papers. 

I have come to the conclusion that, as to all the issues mentioned 
in the moving papers herein, there are questions of fact involved— 
questions which should be decided by a trial court. In addition 
thereto, there are other issues involved in the trial of this action 


which are not the subject of objection here. 





635 


Under all the circumstances, the court feels that the motion for 
summary judgment should be denied. Submit order on notice. 


J.C. Eno (U. S.) Limrrep vy. Cor, Commissioner of Patents 
(106 F. [2d] 858) 


United States Court of Appeals for the District of Columbia 
June 30, 1939 


Trape-Marks—“Eno”—INTeERFERENCE—P arTIES. 
In an interference proceeding in the Patent Office a party who was 
successful in securing registration held to be an indispensable party to 

a suit brought by the opponent to cancel the registration. 

Appeal from a decision of the United States District Court for 
the District of Columbia, in a suit to require the Commissioner of 
Patents to cancel a trade-mark registration. Bill dismissed as to 
defendant Deshayes and renewed on a supplemental bill against 
the Commissioner. 

Case remanded, with instructions to enter a decree of dismissal 


in accordance with opinion. 


Frederic D. McKenney, John S. Flannery, G. Bowdoin Craig- 
hill, and Ceasar L. Aiello, all of Washington, D. C., for ap- 
pellant. 

R. F. Whitehead, United States Patent Office, of Washington, 
D. C., for appellee. 


Before Groner, Chief Justice, and Epgerton and Rut Leper, 
Associate Justices. 

Epgerton, A. J.: Edward J. Deshayes applied to the Patent 
Office for registration of the trade-mark “Eno,” for use on a com- 
position intended for cleaning silver, glass, ete. Appellant, which 
owned and used the same registered mark on an effervescent fruit 
salt for medicinal use, filed an opposition. The Patent Office dis- 
missed appellant’s opposition and granted the application of 
Deshayes, on the ground that appellant’s goods and those of 
Deshayes were not of the “same descriptive proprieties.”” U.S. C., 
Title 15, Section 85, 15 U. S.C. A. Section 85. Appellant then filed 
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a bill in the District Court, ostensibly under R. S. Section 4915 
(U.S. C. Title 35, Section 63, 35 U. S. C. A. Section 63), against 
Deshayes and the Commissioner of Patents, to require the Commis- 
sioner to cancel the Deshayes registration. As Deshayes was a 
resident of Massachusetts, the bill was dismissed as to him. Appel- 
lant filed a supplemental bill, and the case proceeded against the 
Commissioner as sole defendant. The District Court, after a hear- 
ing on the merits, ruled that the goods concerned were not of the 
same descriptive properties, and on that ground dismissed the bill. 

In our opinion the bill should have been dismissed because of 
the absence of an indispensable party. 

In Coe v. Hobart Mfg. Company, 70 App. D. C. 2, 102 F. (2d) 
270, 271, we held that the Commissioner of Patents was not an 
“adverse” party to a suit brought under Section 4915, by an appli- 
cant for a patent who had been defeated by a rival claimant in 
Patent Office interference proceedings, within the meaning of the 
statute which permits suit in the District of Columbia against 
“adverse parties residing in a plurality of districts.” We ruled in 
that case that the bill should be dismissed not only as to the non- 
resident patentee, but also as to the Commissioner. We thereby held 
that when the Commissioner, over A’s opposition, has issued a patent 
to B, A cannot maintain against the Commissioner alone a bill to 
reverse his decision. We did not discuss, or even express in terms, 
this proposition, because it seemed self-evident. We still think it 
evident that the validity of a patent or trade-mark cannot be 
litigated, as appellant seeks to do here, in a suit to which its owner 
is not a party. The party who was successful in the Patent Office 
interference or opposition proceedings, and has obtained or re- 
tained the disputed patent or trade-mark, is an indispensable party 
to a suit which seeks to cancel it. This is an elementary and obvi- 
ous matter of due process. Moreover, Section 4915 permits suit 
against the Commissioner only “where there is no opposing party.” 

In United States ex rel. Baldwin Company v. Robertson et all., 
265 U. S. 168, 44 S. Ct. 508, 68 L. Ed. 962, there are dicta to the 
effect that various parties, including ‘“‘a dissatisfied party who has 
filed opposition to the registration of a trade-mark,” are entitled by 
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Section 4915 to “a remedy in equity against the Commissioner.” 

U. S. at page 179, 180, 44 S. Ct. at page 510, 68 L. Ed. 962. 
neither the question whether the dissatisfied opposer could sue the 
Commissioner, nor the further question whether he could do so with- 
out joining as a defendant the owner of the trade-mark, was before 
the court, and it does not appear that the court gave distinct con- 
sideration to either question. The question before the court was a 
wholly different one, namely “whether .... a remedy by bill in 
equity to enjoin the Commissioner of Patents from canceling a regis- 
tered trade-mark is given to the owner of the trade-mark so regis- 
tered.” 265 U.S. at page 177, 178, 44S. Ct. at page 509, 68 L. Ed. 
962. The claimant at whose instance the Patent Office was cancel- 
ing the plaintiff's mark had intervened, and was a party defendant, 
in the equity suit. The dicta in the case, while they distinctly state 
that the Commissioner can be sued by the unsuccessful opposer of a 
registration, do not distinctly state that he can be sued alone. Even 
if they did, and were therefore squarely in point here, those dicta 
would be a weak basis for appellant’s attempt to deprive Deshayes 
of his property in a suit to which he is not a party. For the Supreme 
Court has held that “‘a general expression respecting a particular 
as to which no question was raised . . . . ought not to control the 
judgment in a subsequent suit when the very point is presented for 
decision.” 

In Alexandrine v. Coe, 63 App. D. C. 227, 71 F. (2d) 348 [24 
T.-M. Rep. 320], this court decided that when the Patent Office, in 
proceedings brought by A, has decided to cancel B’s trade-mark, B 
may, without joining A as a defendant, sue the Commissioner under 


Section 4915 to enjoin the cancellation. We need not now consider 


whether that was properly a case “where there is no opposing party” 
within the meaning of Section 4915, for the present case differs fun- 
damentally from the Alexandrine case. There the plaintiff asked 
only that the court prevent the cancellation of the plaintiff’s trade- 


mark. Here the plaintiff asks the court to require the cancellation 


1 Pacific Steamship Co. v. Peterson, 278 U. S. 130, 136, 49 S. Ct. 75, 77, 
73 L. Ed. 220. Cf. Pennzoil Co. v. Hercules Powder Co., Cust. & Pat. App., 
95 F. (2d) 339, 342. 
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of Deshayes’s mark, and due process therefore requires that 
Deshayes be made a party.” 


The case should be remanded to the District Court with instrue- 
tions to enter a decree in accordance with this opinion, and it is so 
ordered. 





OakitTE Propucrs, Inc. v. H. Kirk Wuire & Co. 


United States Court of Customs and Patent Appeals 


Opposition No. 16,590 
December 4, 1939 


Trape-Markxs—Opposrrion—“So-Wuirr Hann CLeaANeR” AND “OAKITE”- 
Non-Conriicrinc Marks. 

A trade-mark consisting of the ation “So-White Hand Cleaner” 
held not to be confusingly simila) the word “Oakite,” both marks 
being used on cleansing preparatio.. 

Trape-Marks—OpposirionN—PowpereD HAND CLEANER AND CHEMICAL CoM- 
POUNDS FOR CLEANSING, WASHING AND PoLisH1nc—Goops or SAME 
Descriptive PRoperrirs. 

A powdered hand cleaner, held to have the same descriptive properties 
as certain chemical compounds having water-softening qualities and used 
for cleansing, washing and polishing. 


On appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Affirmed. For the Commissioner's 
decision, see 28 T.-M. Rep. 505. 


Louis Alexander, of New York City, for appellant. 


Charles R. Allen, of Washington, D. C., for appellee. 


* The Alexandrine case may be distinguished, also, on the ground that 
it is harder to classify as an “applicant” for a patent, under Section 4915, 
one who asks only the cancellation of another’s trade-mark than one who 
seeks to prevent the cancellation of his own trade-mark. Cf. Heidbrink vy. 
McKesson, 6 Cir., 53 F. (2d) 321; MacGregor v. Chesterfield, D. C., 31 F. 
(2d) 791; Farmer v. Schweyer, Cust. & Pat. App., 58 F. (2d) 1056; Weft 
laufer v. Robins, 2 Cir., 92 F. (2d) 573, 576, certiorari denied, 302 U. S. 766, 
58 S. Ct. 477, 82 L. Ed. 594; Pennzoil Co. v. Hercules Powder Co., Cust. & 
Pat. App., 95 F. (2d) 339, 342. Section 4915 gives a remedy “to a defeated 
applicant for trade-mark registration just as to a defeated applicant for 
a patent.” United States ex rel. Baldwin Co. v. Robertson, supra, 265 
U. S. at page 180, 44S. Ct. at page 510, 68 L. Ed. 962. 
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Garrett, P. J.: This is an appeal in a trade-mark opposition 
proceeding originating in the United States Patent Office, appellant 
being the opposer. The Examiner of Interferences dismissed the 
opposition and adjudged appellee entitled to registration. The 
Commissioner of Patents affirmed his decision. From the decision 


of the latter the instant appeal was taken. 


On November 12, 1936, appellee made application for registra- 


tion, under the act of February 20, 1905, of the notation ‘“So-White 
Hand Cleaner” for use on a “Powdered Hand Cleaner.” There 
was disclaimer as to the words “Hand Cleaner.” We note that the 
symbol representing what is referred to as the letter “‘o’’ following 
the “S,” as shown on the specimen, is not, in fact, in the form of 
that letter, but as a solid white disk. However, it is assumed that 
in pronouncing the compound word the long “‘o”’ sound is given. 
Use of the mark was claimed “since September 15, 1936.” The 
merchandise is described in a stipulation of counsel for the respec- 
tive parties as “a slightly saponifying detergent containing no abra- 
sives,” and it is stated that it is marketed in bulk and in packages. 
Samples of the packages were filed as exhibits. 

Appellant in due time filed notice of opposition to the registra- 
tion, pleading its use and registration of the term “Oakite” on a 
product alleged, in effect, to possess the same descriptive properties 
as the powdered hand cleaner of appellee. 

Ownership of several registrations of the term “Oakite”’ is alleged 
in the notice of opposition and the certificates of two of these are 
embraced in the record. The last of these, No. 330,255, bears date 
of November 26, 1935, which was prior to the date of appellee's 
application. So far as the certificate standing alone is concerned, 
it does not indicate that the product to which the mark was being 
applied was one for use upon the person. It recites that it is for 
“chemical compounds having water-softening qualities’’ recom- 
mended for “cleansing, washing and polishing” a variety of articles 
named. However, it is shown by the record that at least one of the 


Oakite company’s products to which the mark is applied has beer 
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widely advertised as being especially useful in removing grease and 
oil from hands. 

No oral testimony was taken but stipulations as to certain testi- 
mony and facts were entered into and filed on behalf of both parties. 
It is unnecessary to review those at length. In the decision of 
the Examiner of Interferences it was said: 


The merchandise sold by the opposer is a no: .aponaceous chemical 
cleaning preparation put up in granulated or powder form, which has 
been marketed in bulk and in retail packages for many years. As indicated 
by the exhibits referred to in paragraph 8 of the stipulated evidence, this 
preparation is recommended for a multiplicity of household and other uses, 
such as for cleansing dishes, cooking utensils, painted or varnished surfaces, 
clothing, etc. It is also recommended for washing hands. ‘To summarize, 
it is believed that the goods of the opposer is a detergent material of general 


utility. 

The goods of the applicant is described as a “powdered hand cleaner” and 
as such possesses a specifically different trade appeal from the goods of the 
opposer. 

In both instances the goods are shown to have been sold for 
household use and the board expressly held them to be of the same 
descriptive properties. We are of the opinion that such holding 
was correct. 

So, the issue is limited to the question of similarity of the marks 
—specifically, whether they are so similar as to be likely to cause 
confusion in the mind of the public or deceive purchasers as to origin. 

Appellant points out that both marks comprise two-syllable 
words; that the letter “o” is common to both and that each ends 
in the suffix “‘ite.”” It is not insisted, however, that in actual physi- 
cal appearance there is any close resemblance, appellant stressing 
more especially the element of “phonetic similarity.” 

The principal court decisions cited by appellant are one of this 
court in the case of The Buckeye Soda Co. v. Oakite Products, Inc., 
19 C. C. P. A. (Patents) 1084, 56 F. (2d) 462 [22 T.-M. Rep. 205] 


where we held “Novite’” and “Oakite” to be confusingly similar, 


affirming the decision of the Commissioner of Patents in that respect, 


and a decision of the Supreme Court of the State of New York in 
the case of Oakite Products, Inc. v. Boritz, et al., 161 Mise. (N. Y.) 
807 [26 T.-M. Rep. 654], enjoining use by the latter of the word 
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“Borite” on the ground that it infringed ‘‘Oakite.” There were 
also cited several decisions of the tribunals of the Patent Office in 
opposition and cancellation cases where appellant has prevailed 
against various marks, such as “Ozite,” “Florite,’ “Colite,’ “Soak- 
white,” and others wherein the letter “‘o” appeared, “ite’’ constitut- 
ing the suffix. 

We, in common with other courts, frequently have had occasion 
to point out that each trade-mark case where the issue involved is 
solely that of similarity of marks must, in the final analysis, be 
determined largely upon the basis of opinion as to such similarity 
and not by comparison with other cases involving other words. 

In the instant case we see practically no physical resemblance 
between the contesting marks, each considered as a whole, nor is 
there any resemblance in the per se meaning of the terms. “Oakite” 
appears to be a purely arbitrary term. It is not suggestive of any 
quality of appellant’s hand cleaner nor of any result obtained 
from its use. ‘“‘So-White’’ may be somewhat suggestive of quality 


or result, but, as was said below in substance, it consists of a com- 


bination of two ordinary English words and its meaning is hardly 


capable of being misunderstood. 


It is true that because of the presence of “o’ (in appellee’s case 
of a symbol so pronounced ), and the suffix “‘ite,” a certain resemblance 
in sound may result from the pronunciation of the terms, and, as has 
been stated, this is stressed by counsel for appellant. We have 
taken note of phonetic similarity in many cases when it appeared 
that the conflicting words might easily be confused in pronunciation, 
but in the instant case we find no ground for believing that any 
such confusion might reasonably be anticipated. The rule of pho- 
netic resemblance, if it may be so designated, should not be applied 
because of a mere possibility of occasional confused enunciation 
of words. There should be a reasonable probability at least. We 
do not think such probability may be assumed in this case. 


The decision of the Commissioner of Patents is affirmed. 
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AvusuRN RupBeER Corporation v. Hanover Ruspsper CoMPANy 
United States Court of Customs and Patent Appeals 
Cancellation No. 3,077 
December 4, 1939 


‘TrapE-Marxks — CANCELLATION — “2-LirFE” ann “Nu-Lire” — ConFLicrinG 
Marks. 

A trade-mark consisting of the word “2-Life” held to be confusingly 
similar to the word “Nu-Life,” both marks being used on rubber soles and 
heels. 

‘TRApE-Marks—CaANCELLATION—CONFLICTING MArkS—EVIDENCE. 

Proof tending to show lack of confusion in the use of trade-marks is 
not controlling, the question being whether the use of the marks involved 
would be likely to cause confusion in the mind of the public. 


On appeal from a decision of the Commissioner of Patents, 
upholding a petition for cancellation. Affirmed. For the Commis- 


sioner’s decision see 28 T.-M. Rep. 453. 


Charles L. Allen, of Washington, D. C., for appellant. 


No appearance for appellee. 


Lenroot, J.: This is a trade-mark cancellation proceeding. 
On May 28, 1935, the United States Patent Office issued to appel- 
lant trade-mark registration No. 324,692 for the mark “2-Life”’ 
applied to rubber heels. The statement in the registration issued 
contains the recital that “The trade-mark has been continuously 
used and applied to said goods in applicant’s business since August 12. 
1924,” 

On August 19, 1936, appellee filed a petition for the cancella- 
tion of said mark and alleged that it had adopted and had used since 
on or about January, 1922, the mark “Nu-Life” for rubber heels. 
soles and half soles; that said mark was registered in the United 
States Patent Office on February 6, 1923, registration No. 164,029; 


that petitioner is the owner of said registration and of all rights 


to the same; that petitioner's ““Nu-Life’ rubber heels have been 
extensively sold and advertised, and that the marks of the parties 
are confusingly similar. The petition contained the usual allegation 


of injury to appellee by reason of appellant’s registration. 
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Appellant’s answer denied all the material parts of the petition 
except that it was admitted that the goods to which the respective 
marks are applied are of the same descriptive properties. 

The evidence in the case consists of stipulated testimony. The 
stipulated testimony in behalf of appellee recites that appellee’s 
place of business is at West Hanover, Mass., and that it is engaged 
in the business of selling rubber products, including rubber heels 
and soles; that on or about January 3, 1922, it adopted and first 
used the trade-mark ““Nu-Life’” and that since said date it has con- 


tinuously used said mark upon rubber heels manufactured and sold 


by it; that it has sold over 13,000,000 pairs of heels bearing said 


mark; that said heels have been sold within the New England States 
and the State of New York; that appellee first heard of the “2-Life”’ 
trade-mark registration by appellant shortly prior to November 20, 
1934, and that on said date the treasurer of appellee wrote a letter 
to appellant charging infringement of appellee's mark; and that 
appellant answered said letter denying that any infringement 
existed. 

The stipulated testimony on behalf of appellant recites that it is 
located and doing business at Auburn, Ind., and is successor to the 
business of Auburn Rubber Company by change of name; that on or 
about August 12, 1924, appellant, through its predecessor, first 
adopted and used the mark ‘‘2-Life’’ for rubber heels, and that it 
has continuously used said mark since said date in interstate com- 
merce; that said mark was originated by the president of appellant, 
and that at the time of its adoption he had no knowledge of appellee's 
mark ‘“‘Nu-Life’” used on rubber heels; that since its adoption and 
use of the mark “2-Life” appellant has expended large sums of 
money in advertising said mark and has employed a number of 
salesmen to exploit the trade-mark ‘‘2-Life” and solicit the sale of 
goods thereunder. 

Said stipulated testimony further recites: 


Respondent’s heels bearing the trade-mark “2-Life” have been sold 
throughout the United States and in some foreign countries consistently since 
1924, consistently including the continuous offering and selling of “2-Life” 
heels in the Central and New England States, the sales outlets including both 
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the shoe factory and jobbing trade; that in more recent years the sale of this 
product has extended to chain stores and hardware jobbers; that the business 
of said respondent in the sale of “2-Life” heels, especially in the New England 
States and in the State of New York, has constantly increased with no known 
conflict with the sale of the “Nu-Life” heel of the petitioner, the Hanover 
Rubber Company; . 


The Examiner of Interferences sustained the petition for can 
cellation upon the ground that the marks of the parties were con- 
fusingly similar. Upon appeal, the Commissioner affirmed the deci- 
sion of the Examiner of Interferences, holding, as did said Examiner, 
that the marks were confusingly similar. From such decision this 
appeal was taken. Appellee has made no appearance in this court. 

Appellant contends that the record establishes that, although 
the goods of the parties competed in the same market, no confusion 
or mistake between the marks has occurred in the mind of the public. 
and that the marks so differ in appearance, sound, and significance 
that the Commissioner erred in holding that they are confusingly 
similar. 

It is true that there is some difference in the significance of the 
two marks, but both suggest the life of the heels to which the marks 
are applied. ‘2-Life” suggests longer than ordinary life of the 
heels, while “Nu-Life” suggests a life of the heels that is new. 
Broadly, however, the significance of the two marks to the ordi- 
nary purchaser is the same. 

Appellant would attach very little weight to the “Life” portion 
of each mark. However, we think this common portion of the two 


marks is important to the purchaser; and, regarding the marks as 


a whole, without dissecting them, we must give considerable weight 
to the common portions thereof in determining whether the marks 
are confusingly similar. 

We have no doubt that in sound the two marks should be held 


to be confusingly similar, unless we agree with appellant’s conten- 


tion that the record establishes that in twelve years’ competitive 
use in the same territory no confusion has occurred, and that such 


fact establishes that the marks are not confusingly similar. 
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We would first observe that we cannot agree with appellant’s 
counsel that the record establishes that no confusion has ever 
occurred in the use of the two marks. The evidence relied upon 
to establish this contention consists of the stipulated testimony of 
three witnesses, all of whom were located and residing at Auburn, 
Ind., far from the field in which the products to which the respec- 
tive marks were applied were in competition, and we think the fair 
construction of their testimony is that no confusion was known to 
them, and such testimony cannot be regarded as establishing that 
there had been no actual confusion in the minds of purchasers by 
reason of the similarity of the marks. 

In any event, proof tending to show lack of confusion in the use 
of trade-marks is not controlling. ‘The question in cases like the one 
before us is whether the use of the marks involved would be likely 
to cause confusion or mistake in the mind of the public or to deceive 
purchasers. ‘The answer to this question is largely a matter of 
opinion after considering the marks and the goods to which they are 
applied. Procter §& Gamble Co. v. J. L. Prescott Co., 18 C. C. 


P. A. (Patents) 1433, 49 F. (2d) 959 [25 T.-M. Rep. 342]; see 
also Pepsodent Co. v. Comfort Manufacturing Co., 23 C. C. P. A. 
(Patents) 1224, 83 F. (2d) 906 [26 T.-M. Rep. 481]. 


The articles to which the respective marks are applied are inex- 


pensive, and it is clear that no great care in purchasing would be 
observed; we think that in the sound of the marks, when spoken, 
purchasers would very likely fail to distinguish between “2-Life’’ 
and “Nu-Life” and would be confused by their similarity. 

We think it proper to observe that, so far as appears from the 
record before us, appellant adopted in good faith its mark ‘‘2-Life,” 
without any previous knowledge of appellee's mark. 

We are of the opinion that the Patent Office tribunals did not err 
in sustaining appellee’s petition for cancellation and the decision 


of the Commissioner is afirmed. 
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D. J. Breczorr Propvucts Co. v. Wuire Horse Distivvers, Lp. 
United States Court of Customs and Patent Appeals 
Opposition No. 15,018 
December 4, 1939 


Trape-M arks—Opposir1oN —EVIDENCE. 


In a trade-mark opposition, in which the similarity of the marks is 
deciding, failure to establish actual confusion in trade is not of vital 
importance. 


Trave-Marks—“Rep Horse” ann Picture or Horse anp River ano “WHITE 
Horst,” with Device or SAMeE—CONFLICTING Marks. 

A trade-mark consisting of the words “Red Horse” in white lettering 
above a representation of a rearing horse with rider held to be confusingly 
similar to a trade-mark consisting of the words “White Horse Cellar” 
and a pictorial representation of a white horse, both marks being used on 
distilled liquors. 

On appeal from the decision of the Commissioner of Patents sus- 
taining appellee’s notice of opposition. Affirmed. For the Commis 
sioner’s decision see 28 T.-M. Rep. 452. 


James P. Burns, of Washington, D. C., for appellant. 
Randolph B. Cousins, of New York City, for appellee. 


HatFiecp, J.: This is an appeal in a trade-mark opposition pro- 
ceeding from the decision of the Commissioner of Patents affirming 
the decision of the Examiner of Interferences sustaining appellee’s 
notice of opposition and holding that appellant was not entitled 
to the registration of a trade-mark comprising the words “Red 
Horse” in white lettering immediately above a representation in red 
silhouette of a rearing horse with a rider thereon, all appearing on 
a black background, for use on cordials, liqueurs, brandies, rums, 
cocktails, gins, alcoholic bitters, alcoholic syrups for mixing drinks, 
and ethyl alcohol. 

In its application for registration, appellant stated that it had 
used its trade-mark on its goods since February 9, 1934. 

As originally filed, appellant’s application included whiskies 
along with the other beverages on which it claimed to have used its 
trade-mark. The term “whiskies” was cancelled, however, by an 


amendment to the application, made subsequent to the decision of the 
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Examiner of Interferences and while the appeal was pending before 
the Commissioner of Patents. 
It appears from the record that for approximately seven years 


prior to February 9, 1934, appellant and its predecessor were 


engaged in the manufacture and sale of non-alcoholic cordials, syrups, 


and extracts; that about two years prior to the repeal of the Eight- 
eenth Amendment, December 6, 1933, appellant’s predecessor, D. J. 
Bielzoff Products Company, a partnership, used a trade-mark com- 
prising the word “Incomparable” in white lettering immediately 
above a representation in red silhouette of a rearing horse with a 
rider thereon, and the initials “D. J. B.,” also in white lettering, in a 
circle in the upper left-hand corner of the label, all appearing on a 
black background, on its non-alcoholic cordials, syrups, and extracts ; 
that the appellant company was incorporated in November, 1933, 
and shortly thereafter acquired the property and good-will of the 
D. J. Bielzoff Products Company; that shortly after the repeal of 
the Eighteenth Amendment, appellant commenced the manufacture 
and sale of the alcoholic beverages hereinbefore set forth; and that. 
on February 9, 1934, appellant changed its trade-mark by substitut- 
ing the term “Red Horse” for the term “Incomparable” and omit- 
ting the initials “D. J. B.,” and, on that date, proceeded to use the 
mark so changed on its goods. 

It further appears from the record that appellee, a British cor- 
poration, is the owner of the following trade-mark registrations: 
registration No. 101072, dated November 10, 1914, of a trade-mark 
comprising a pictorial representation of a white horse, together 
with the words “White Horse Cellar,” for use on Scotch whisky; 
registration No. 312106, dated March 13, 1933, of a trade-mark 
comprising a pictorial representation of a white horse, appearing 
on a black background, together with the words “The White 
Horse,” in white lettering, for use on whisky; registration No. 
302117, dated March 28, 1933, of the term “White Horse,” for 
use on whisky; registration No. 310140, dated February 13, 1934, 
issued on an application filed October 7, 1933, of a trade-mark com- 


prising the pictorial representation of a black horse and the words 
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“The Famed Black Horse fine Old Highland Malt Whisky,’ the 
words “fine Old Highland Malt Whisky” being disclaimed apart 
from the mark as shown. It further appears from the record that, 
since the repeal of the Eighteenth Amendment, December 6, 1933, 
to the time of the taking of the testimony for opposer in this case, 
May, 1988, appellee has expended approximately $543,000 in adver- 
tising its product (advertised and known as “White Horse Scotch 
Whisky’’) and its white horse trade-mark, registration No. 101072, 
throughout the United States in newspapers, periodicals, trade 
papers, menus, catalogues, wine lists, programs, posters, Christmas 
cards, window displays, and in distributing miniature white horses; 
that miniature white horses are attached to the neck of each bottle 
of appellee's “White Horse Scotch Whisky”; that Browne Vintners 
Company, Incorporated, importer and distributor of wines and 
liquors, imports and sells in the United States appellee’s “White 
Horse Scotch Whisky”; that the Browne Vintners Company has 
advertised appellee’s product to the extent and in the manner herein- 


before stated; that it has not advertised appellee’s “Black Horse’ 


whisky; and that it is not an uncommon practice in the liquor trade 
for a producer to market its products under closely related trade- 
marks; such as, for example, Seagram’s “Five Crown” and “Seven 
Crown,’ Hiram Walker’s “King of Clubs,” “Queen of Clubs,” and 
“Jack of Clubs,” and Gooderham & Worts’ use of “Three Star” and 
“Five Star.” 


There is no evidence of record relative to the use of appellee’s 
trade-mark “Black Horse” in the United States, and, although 
counsel for appellant argue that it is not used in this country, it is 
sufficient to say that appellee’s registration of the mark is prima facie 
evidence of ownership (section 16, Trade-Mark Act, 1905), and will 
be considered as presumptively valid in this proceeding. Ely & 
Walker Dry Goods Co. v. Sears, Roebuck §& Co., 24 C. C. P. A. 
(Patents) 1244, 1247, 90 F. (2d) 257 [27 T.-M. Rep. 462]. 

The goods of the respective parties nossess the same descriptive 
properties, and the sole issue presented by this appeal is whether 
the involved marks are confusingly similar. 
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It is argued by counsel for appellant that, as the witnesses for 
appellee had no personal knowledge of any confusion in trade as a 


result of the concurrent use by the respective parties of their marks, 


such fact is a circumstance to be seriously considered in determining 


whether or not the involved marks are confusingly similar. 

The issue here is whether the involved marks so nearly resemble 
one another as “to be likely to cause confusion or mistake in the 
mind of the public or to deceive purchasers” if used concurrently on 
the goods of the respective parties, and the failure to establish actual 
confusion in trade is not of vital importance. Section 5, Trade-Mark 
Act of 1905; The Apex Electrical Manufacturing Co. v. Landers, 
Frary, and Clark, 17 C. C. P. A. (Patents) 1184, 41 F. (2d) 99 
[20 T.-M. Rep. 321]. 

It is also argued here by counsel for appellant, as it is in many 
cases of this character, that even a child upon comparison would 
readily recognize the difference between the “White Horse” and 
“Red Horse” trade-marks. 

We have repeatedly held that, in determining the question of 
confusing similarity, “side-by-side comparison” of trade-marks is 
not a proper test. The test rather is whether a “casual purchaser’’ 
would be likely to be confused by the concurrent use of the marks 
on the goods of the respective parties. Furthermore, the marks 
should not be dissected, but should be considered as a whole. See 
Gilmore Oil Co., Ltd. v. Wolverine-Empire Refining Co., 21 C. C. 
P. A. (Patents) 9438, 69 F. (2d) 532 [24 T.-M. Rep. 122]. 

Of course, one served with a glass of “Red Horse’ gin, cordial, 
liqueur, brandy, or rum would not likely believe that he was drinking 
a glass of “White Horse Scotch Whisky,” but those familiar with 
“White Horse” or “Black Horse’ Scotch whiskies might readily 
believe that “Red Horse’ cordials, liqueurs, brandies, rums, cock- 
tails, gins, and alcoholic bitters have the same origin, and that, as 
we understand it, is the argument made here by counsel for appellee. 
Furthermore, it appears from the record that appellee advertises 
“White Horse” cocktails, and it might well be that one served with 
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a “Red Horse” cocktail (the ingredients of which are not shown in 
the record) would believe that it was a ‘““White Horse” cocktail. 
Cases are cited and relied upon by counsel for each of the parties 
in support of their contentions here presented. In view of the fact, 
however, that in this case, as in all cases of this character, “the 
issues must be determined in accordance with the peculiar facts and 
circumstances of record,’ those decisions are not determinative of 
the issues here. Gilmore Oil Co., Ltd. v. Wolverine-Empire Refin- 
ing Co., supra. One of the cases relied upon by the Examiner of 
Interferences, and which was cited by counsel for appellee, is that 
of American Fruit Growers, Inc. v. Michigan Fruit Growers, Inc., 
17 C. C. P. A. (Patents) 906, 38 F. (2d) 696 [20 T.-M. Rep. 135]. 
The issues in that case are somewhat analogous to the issues in 
the case at bar. We there held that a trade-mark “consisting of the 
word ‘Michigander’ and representations of two or three kinds of 
fruit enclosed within a double circle, together with an ‘outline 
tracing of the lower peninsula of Michigan, and the representation 
of a goose in white’ upon a black and white background, for use 


on fresh and canned fruits’’ was confusingly similar with the trade- 


mark comprising “the words ‘Blue Goose’ appearing immediately 


above the representation of a ‘blue goose’ enclosed within a double 
circle” for use on fresh fruits and vegetables. (Italics not quoted.) 

It would seem to be clear that, if appellant is entitled to register 
its “Red Horse” trade-mark for use on its alcoholic beverages in 
view of appellee’s “White Horse” and “Black Horse” trade-marks, 
other producers of alcoholic beverages might well argue that they 
were entitled to the registration of such trade-marks as “Brown 
Horse,” “Gray Horse,” “Sorrel Horse,” “Bay Horse,” and possibly 
other similar marks for use on such beverages. 

That the use and registration of such marks on alcoholic bev- 
erages would destroy the value of appellee’s registered marks is so 
apparent as to require no discussion. 

We have given careful consideration to all of the arguments 
advanced by counsel for appellant, but are unable to concur in the 
view that the tribunals of the Patent Office erred in holding that 





DE SANNO, JR., & DE SANNO & SON V. J. A. LIEB 651 


the concurrent use of the marks of the parties on their respective 


goods would be likely to cause confusion in the trade and to deceive 
purchasers. 


The decision of the Commissioner of Patents is affirmed. 


ALBerT P. DeESANNoO, Jr., AND A. P. DeSanno & Son, INe. v. 
Josepu A. Lies (Tue Star DentaL MANUFACTUR- 


ING Co., Inc., Assignee Substituted ) 
United States Court of Customs and Patent Appeals 
December 4, 1939 


Trape-Marks—CaNCELLATION— Parties. 

Appellants’ contention that the principal stockholder of a corporation 
may file a petition for cancellation of a trade-mark where such corporation 
claims to own the mark, he/d erroneous. 

‘TRADE-Marks—CaNnceELLATION—TEMPRYTE’’—Parties. 

Where appellant, Albert P. DeSanno, Jr., after filing petition for the 
cancellation of the trade-mark “Tempryte,” moved to amend his petition 
so as to include the other appellant, A. P. DeSanno & Son, Inc., held that 
neither party had the right to petition for cancellation, inasmuch as 
neither was using the trade-mark when the petition was filed. 

On appeal from a decision of the Commissioner of Patents in a 
cancellation proceeding. Affirmed. For the Commissioner’s deci- 
sions see 28 T.-M. Rep. 416. 


Raymond W. Colton, of Washington, D. C., and Harry Langsam, 
of Philadelphia, Pa., for appellants. 


Ceasar and Rivise, of Philadelphia, Pa., for appellee. 


Lenroot, J.: This is a trade-mark cancellation proceeding in 
which one of the appellants, Albert P. deSanno, Jr., on Septem- 
ber 25, 1935, filed with the Commissioner of Patents a petition for 
the cancellation of registration No. 274971 for the trade-mark 
‘“Tempryte,” used upon dental instruments, registered by Joseph 
A. Lieb, trading as “Star Dental Mfg. Co.,” on September 9, 1930. 
The statement in the application for registration of the mark filed 
by appellee, Lieb, alleged that said mark had been used by the 
registrant since April, 1920. 
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The petition for cancellation alleged that petitioner was the 
owner of said mark and that it was his property prior to April, 1920; 
that said mark had been continuously used by the petitioner, trading 
as A. P. deSanno & Son, since 1920 for dental instruments; and that 
Joseph A. Lieb, doing business as Star Dental Mfg. Co. “without 
the knowledge and permission of Albert P. deSanno, Jr., registered 
the trade-mark in the United States Patent Office.” The petition 
contained the usual allegation of injury by reason of said regis- 
tration. 


Appellee’s answer denied most of the allegations of the petition 
and alleged that he was the lawful owner of said mark. 
On or about November 7, 1936, appellant, Albert P. deSanno, Jr., 


through his attorney, made a motion under Equity Rule 37 as 
follows: 


The Commissioner of Patents: 


Now comes the petitioner, Albert P. deSanno, Jr., by his attorney and 
respectfully requests that the petition filed October 5, 1936, be withdrawn 
and the herein motion substituted for the withdrawn motion: 

(1) That the caption of the above entitled cancellation proceeding be 
amended to read as follows: 

Albert P. deSanno, Jr., trading as A. P. deSanno & Son, and A. P. deSanno 
§ Son, Ine., a corporation of Pennsylvania vs. Joseph A. Lieb (The Star 
Dental Manufacturing Co., Inc., assignee, substituted). 

(2) That your petitioner, Albert P. deSanno, Jr., has traded as A. P. 
deSanno & Son, as is evidenced by the labels, petitioner's exhibits Nos. 1 and 2, 
filed in the original petition for cancellation. 

(3) That Albert P. deSanno, Jr., is President of A. P. deSanno & Son, 
Inc., a Pennsylvania corporation, and that Albert P. deSanno, Jr., owns most 
of the stock of A. P. deSanno & Son, Inc. 

(4) That A. P. deSanno & Son, Inc., intervener, is a real and joint party 
in interest with Albert P. deSanno, Jr. 

(5) That A. P. deSanno & Son, Inc., is a proper party to a complete deter- 
mination of the cause. 

It is respectfully requested that the above motion be granted. 

Harry LanosaM, 
Attorney for 
Albert P. deSanno, Jr. 


On November 17, 1936, the motion was granted, the Examiner 
of Interferences stating: 

The motion is granted to the extent that A. P. deSanno & Son, Inc., is 
hereby permitted to join with the petitioner in this proceeding and will 


hereinafter be prima facie considered to be a real party in interest within 
the meaning of Equity Rule 37. 
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This motion was made and granted after the appellant, Albert 
P. deSanno, Jr., had completed his evidence in chief and appellee 
had completed its evidence; but after said motion was granted cer- 
tain rebuttal testimony was taken on behalf of appellants, both of 
whom were represented by the same counsel. 

The appellant, A. P. deSanno & Son, Inc., filed no petition for 
cancellation, nor was the original petition for cancellation amended 
in any way other than in its caption. The allegations of said original 
petition do not mention in any way the appellant, A. P. deSanno & 
Son, Inc. 

Upon final hearing the Examiner of Interferences held that it 
had not been established that the petitioners owned and were using 
the mark at the time the petition for cancellation was filed, and 
therefore dismissed the petition. 

Upon appeal the Commissioner of Patents affirmed the decision 
of the Examiner of Interferences. In his decision the Commis- 
sioner expressed doubt as to whether A. P. deSanno & Son, Inc., 
had become a party to this proceeding by the granting of the motion 
above referred to. He also expressed the opinion that there was an 


obvious misjoinder of petitioners, but stated that he found it unneces- 


sar¥ to determine that point as a factor in his decision. The Com- 


missioner further stated in his decision: 


As already noted, the petition alleges that Albert P. deSanno, Jr., 
is the owner of the trade-mark in question, and that he has used it con- 
tinuously since 1920. There is no averment that A. P. deSanno & Son, Inc., 
has ever used the mark, or that it has any interest therein, or that it is or 
will be injured by the registration sought to be cancelled. In other words, 
regardless of what may be established by the evidence, the facts set forth 
in the petition are manifestly insufficient to support a judgment in favor of 
the corporation. It appears, however, from the testimony of his own witness, 
Haddock, that some two years before the commencement of this cancellation 
proceeding the petitioner, deSanno, transferred to A. P. deSanno & Son, 
Inc., any rights he may theretofore have possessed in the trade-mark ; so that 
upon the record he is in no better position than is the corporation. 

Because no facts are pleaded entitling A. P. deSanno & Son, Inc., to 
relief, and the evidence submitted in his behalf conclusively negatives the 
alleged rights of Albert P. deSanno, Jr., the petition for cancellation should 
have been dismissed without regard to the validity of the Lieb registration. 


We are fully in accord with the views of the Commissioner above 


quoted. , 
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As stated by the Commissioner, there is no allegation in the 
petition for cancellation that appellant, A. P. deSanno & Son, Inc., 
was, as the time of filing the same or at any other time, the owner 
or had any interest in the involved trade-mark. The testimony on 
behalf of appellants affirmatively shows that A. P. deSanno & Son, 
Inc., was incorporated in 1933, and that on August 1, 1933, deSanno, 
Jr., trading as A. P. deSanno & Son, transferred all his property and 
assets to said corporation. This transaction took place more than 
two vears before the petition for cancellation was filed, so that it is 
clear that deSanno, Jr., as an individual had no legal interest 
whatever in this proceeding; and as stated there is no averment 
in the petition that the corporation has ever used the mark or has 
any interest therein, or that it is or will be injured by the regis- 
tration sought to be cancelled. 

The testimony shows that deSanno, Jr., owns 95 per cent of 
the stock of the corporation A. P. deSanno & Son, Inc., and appel- 
lant’s counsel insists that this fact qualifies him to bring this pro- 
ceeding since, he being the principal stockholder, it is clear that 
he is or will be injured by appellee’s registration. 

In other words, appellants contend that the principal stock- 
holder of a corporation may file a petition for cancellation of a 
trade-mark where such corporation claims to own the trade-mark 
involved. We cannot agree with this contention. The fact that 
an individual is the chief stockholder of a corporation can give 
him no right to act for the corporation. 

The statute clearly contemplates that only a party who has 
the right to the use of a trade-mark may prosecute in the Patent 
Office an application for the cancellation of the registration of 


such trade-mark to another. This was directly decided in the 


case of Standard Brewery Company v. Interboro Brewing Com- 
pany, 44 App. D. C. 193 [6 T.-M. Rep. 139]. 


In Trade-Marks, by Shoemaker, section 322, it is stated: 


The person applying for cancellation must be one exercising some right 
inconsistent with the right of exclusive use of the trade-mark claimed by 
the registrant and such that the continuance of the mark on the register will 
react to his injury... . 
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THE COMMISSIONER OF PATENTS 
In the case at bar it is established that deSanno, Jr., having 
transferred all his assets to the corporation, was not at the time 
of filing his petition for cancellation exercising any right what- 
ever with respect to the mark sought to be cancelled. See also Kelly 
Liquor Company v. National Brokerage Company, Inc., ete., 
26 C.C. P. A. (Patents) 1110, 102 F. (2d) 857 [29 T.-M. Rep. 279]. 
We are clear that upon the record before us the petition for 
cancellation should be dismissed for the reasons above stated. 

The Commissioner also found upon the merits that appellee was 
the first user and owner of the trade-mark here involved. 

The Commissioner very properly made a finding upon this issue, 
but in view of our conclusion upon the other issue we find it unneces- 
sary to consider it. 

For the reasons stated the decision of the Commissioner is 


affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Act of 1920—Name of Goods 


Frazer, A. C.: Affirmed the refusal of the Examiner of Trade- 
Marks to register the notation “Bowl Mill,” under the provisions 
of the Act of March 19, 1920, as a trade-mark for a “pulverizing 
apparatus”; the ground of such refusal being “that the notation 
imports no trade-mark significance,’ because it is merely the name 
of the goods to which it is applied. 

In answer to the contention that descriptiveness is no bar to 
registration of a trade-mark under the act of 1920, he said: 


So far as I am aware, that has always been the position taken by the 
Patent Office, but it does not necessarily follow that all descriptive expres- 
sions are registrable. 

The Assistant Commissioner then observed that, while tacitly 
admitting that applicant’s alleged trade-mark is the name of its 
pulverizing apparatus, counsel point out that applicant originated 


the name and that no other manufacturer of similar merchandise has 
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“found it necessary or desirable to use the expression ‘bowl mill’ to 
identify these particular goods,” and said: 
The mere fact, however, that applicant may have been the first and only 


one to use the expression does not alter its meaning as applied to such goods, 
and does not, in my opinion, endow it with trade-mark significance. 


é Act of 1905 


Frazer, A. C.:- Affirmed the refusal of the Examiner of Trade- 
Marks to register the word ‘Professional,’ under the provisions 
of the Act of February 20, 1905, as a trade-mark for “hair curlers, 
hair winders, hair clamps, hair pressers, hairpins and hair rollers.”’ 

Noting that it was the Examiner’s position that the mark does 
not function as a trade-mark, but merely indicates that the goods 
to which it is applied “are specially adapted for use by the highly 
trained technicians who minister to the beauty of the feminine 


public,” and that on the specimens filed with the application “‘showing 


” 


the trade-mark as actually used by applicant upon the goods 
there appears the notation: ‘Used by leading hairdressers,” he 
said: 

Whether or not the mark is entirely devoid of trade-mark significance 
need not be determined here, because if it is descriptive of the goods the 


fact that it may also denote origin does not cure its nonregistrability under 
the act of 1905. 


It is my opinion that the mark is descriptive, and for that reason the 
Examiner’s refusal to register is affirmed., 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the provisions of the Act of February 20, 1905, the notation 
“Kenwood Stitched” as a trade-mark for surgical dressing rolls. 


He noted that the ground of refusal, as stated by the Examiner, 


is “that the mark consists of a surname not distinctively displayed 


and a descriptive word,” that the mark in issue is printed in two 


1Combustion Engineering Company, Inc. (Doing Business as Raymond 
Pulverizer Division, Combustion Engineering Company, Inc.), Ser. No. 
400,904, 163 M. D. 393, October 19, 1939. 

“Ex parte Hair Net Packers, Inc., Ser. No. 395,292, 163 M. D. 394, 
October 19, 1939. 
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lines, the name “Kenwood” in bold capital letters, and the word 
“Stitched” in broken line script with the upper loop of the “S” 
and the top part of the “d” extending above the name, and then 
with reference to applicant's argument that this arrangement con- 
stitutes distinctive display within the meaning of the statute, he said: 

The name “Kenwood,” however, is not “written, printed, impressed, or 
woven in some particular or distinctive manner”; and the word “stitched” 


remains descriptive and would have to be disclaimed before the mark could 
be registered, even were the name sufficiently distinctive in appearance.* 


Cancellation 


Frazer, A. C.: Held that trade-mark registration, No. 354,898, 
issued March 1, 1938, to Roy Rhea, of Pittsburgh, Pa., of the nota- 
tion “Manna-Miracle,” displayed in two lines, with a single capital 
“M’”’ serving as the initial letter of both words, for goods described 
as ‘“‘a special health compound in the form of bread,’ should be 
cancelled in view of The B. Manischewitz Company's petition to 


cancel, predicated upon petitioner's ownership of the trade-mark 


‘““Manna”’ for crackers and cracker meal, registered some ten years 


before respondent's first use of his “Manna-Miracle” mark. 

Referring to respondent's argument that the goods of the parties 
are not of the same descriptive properties since there are “very sub- 
stantial differences in the form, price, packaging, advertising, class 
of customers, place of sale and actual use of respondent’s product 
(health bread in loaf form), as compared to petitioner’s product 
(crackers and cracker meal for Jewish customers),”’ the Assistant 
Commissioner said: 

While these are points to be considered in determining the question of 
likelihood of confusion, and would be entitled to great weight if the marks 
were less nearly similar, I am clearly of the opinion that respondent's bread 
and petitioner’s crackers, while specifically different, are merchandise of the 
same descriptive properties within the meaning of the Trade-Mark Act. 

As to the similarity of the trade-marks, he said: 


I have carefully considered respondent’s argument to the contrary, but 
I am convinced that the trade-marks “Manna” and “Manna-Miracle” are 


3 Ex parte Will Ross, Inc., Ser. No. 409,624, 163 M. D. 398, October 31, 
1939. 
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too nearly alike to be concurrently used on goods of the character here 
involved without at least a reasonable likelihood of confusion. Respondent 
points out that no actual confusion has been shown, but it is well established 
by the authorities that a petitioner for cancellation of a trade-mark registra- 
tion need not prove actual confusion if, as here, the likelihood of confusion 
is otherwise apparent.* 


Color 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for horse collar pads, the mark which is described 
in the application as consisting in ‘‘a red hook or hooks as attached 
to and forming part of the pad.” 

Noting that the Examiner cited the case In re W. T. Grant Co., 
58 App. D. C. 289, 29 Fed. (2d) 877 [18 T.-M. Rep. 584], where 
registration was refused of a trade-mark for hand drills, the mark 
consisting in “coloring the outer and inner faces of the grinding 
wheel yellow,” and that applicant sought to distinguish that case 
- from this on the theory that there “the coloring was over such a 
substantial part of the goods as to lose its arbitrary character and 
fall under the prohibition of the so-called ‘mass color’ cases,” 
whereas applicant’s hooks form only ‘“‘a very minor portion of the 
object to which they are attached,” the Assistant Commissioner said: 


I doubt, however, that the court would be inclined to regard relative 
size as of controlling importance. 
* * + 


Certainly, in the instant case the mark proposed to be registered is “the 
use of color not connected with some symbol or design,” being defined merely 
by the configuration of an integral part of the goods upon which it is used. 
It seems clear to me that all manufacturers of collar pads should have the 
right to paint their pad hooks in any color they may choose, and that no 
dealer is entitled to appropriate any particular color for that purpose 
under the guise of a trade-mark.® 


Conflicting Marks 


Frazer, A. C.: Reversed the decision of the Examiner of Inter- 


ferences and sustained the opposition of Phoenix Hosiery Company 


to the application of Cooper, Wells & Company, for registration of 


* The B. Manischewitz Company v. Roy Rhea, Canc. No. 3343, 163 M. D. 
399, October 31, 1939. 

5 Ex parte The American Pad & Textile Company, Ser. No. 377,627, 163 
M. D. 395, October 26, 1939. 
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the notation “Vitro-Finish,’ with a-disclaimer of the word “Finish,” 
as a trade-mark for hosiery. 

After observing that the opposition was predicated upon opposer's 
ownership of the trade-mark “Vita-Bloom,” registered for the same 
goods prior to applicant’s claimed date of first use, and that the only 
question to be determined was whether or not the two marks are so 
nearly similar as to be likely to be confused when affixed to such 
goods, the Assistant Commissioner said: 


As applied to fabrics the words “bloom” and “finish” have substantially 
the same meaning. In Funk & Wagnalls New Standard Dictionary, for 
example, “bloom” is defined as “luster given to fine cloths by pressing,” 
and “finish” is defined as “the process or effect of perfecting or beautifying 
anything; as, . . . . cloth of a fine finish.” 

The words “vita” and “vitro” differ widely in meaning, but neither is in 
common use, and as applied to hosiery both appear to be purely fanciful. In 
appearance and in sound they are manifestly similar. In these latter 
respects the marks as a whole are of course less so, but such significance as 
they would be likely to convey to purchasers is so nearly identical that con- 
fusion seems at least reasonably possible.® 


Frazer, A. C.: Held that applicant is not entitled to register 


the notation “Black Witch” displayed in association with the sil- 
houette of a witch mounted on a broomstick, as a trade-mark for 
insecticides, in view of the opposition of The Black Flag Company, 
owner of a number of registrations of the words “Black Flag” and 
the picture of a black flag, appropriated to the same goods and 
used thereon long prior to the applicant’s claimed date of first use. 

He quoted with approval from the decision of the Examiner 
of Interferences, as follows: 

Considering the fact that both marks are used in connection with 
insecticides and also the fact that such goods are relatively inexpensive 
and therefore likely to be purchased with less care and attention than 


products of greater value, the Examiner is persuaded that there is reasonable 
doubt upon the question of likelihood of confusion in trade. 


He then added: 


The question is a close one, but, as pointed out by the Examiner, doubts 
must be resolved in favor of the prior user.’ 


6 Phoenix Hosiery Company v. Cooper, Wells & Company, Opp’n No. 
17,731, 163 M. D. 384, October 2, 1939. 

7 The Black Flag Company v. Ford Hopkins Company, Opp’n No. 16,994, 
163 M. D. 386, October 9, 1939. 
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Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences dismissing the opposition of Martell & Co., of Cognac, 
France, for the registration of the notation “B and B,” prominently 
displayed in association with the letters “D O M,” as a trade-mark 
for “liqueurs, cognac’; but he reversed the Examiner’s adjudication 
that the applicant is entitled to the registration of its mark. 

With regard to the facts, the Assistant Commissioner said: 


The case was submitted upon a stipulation of facts, from which it fairly 
appears that applicant is the sole producer of a liqueur sold under the 
trade-mark “Benedictine”; that opposer manufactures and sells a cognac 
brandy; and that the expression “B and B” is the name of a mixed drink 
containing benedictine and cognac brandy in equal proportions, having been 
so used and understood in the United States for approximately thirty years. 
It also appears that opposer’s brandy has frequently been used as an 
ingredient in mixing this drink, though any brandy will answer the purpose. 


Observing that applicant’s product to which the mark here in 
issue is applied, is nothing more nor less than bottled “B and B,” or 
benedictine and brandy in equal parts; and opposer’s theory is that 
because registration will confer upon applicant the prima facie 
right to exclusive use of the notation “B and B” in connection with 


such goods, opposer will be damaged through loss of sales to pur- 
chasers who normally would specify its brandy in ordering their 
“B and B”’ libations, he said: 


It seems clear, however, that those who now purchase “B and B” by 
the drink know that they are buying a mixture of brandy and benedictine, 
and that to get opposer’s particular make of brandy they must ask for it by 
name. It is possible that with applicant’s bottled product on the market 
it would be used in filling orders by the drink for “B and B”; but purchasers 
could still specify Martell brandy with their benedictine, just as they must 
do now if that is the brand they prefer. Opposer may lose some sales in 
establishments where its product is habitually used, but such damage as may 
thus result is too highly speculative to merit consideration in a proceeding 
of this character. Furthermore, there would appear to be nothing to prevent 
the sale by applicant of “B and B” in bottles; and it is the sale of such a 
product, rather than the registration of applicant’s mark, that would be 
prejudicial to opposer’s business. 


As to the applicant’s ex parte right to the registration of its mark, 
the Assistant Commissioner said: 


The notation “B and B” is admittedly the name of applicant’s goods, 
and hence is necessarily descriptive thereof within the meaning of section 5 
of the Trade-Mark Act of February 20, 1905. The fact that the mark 
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contains additional matter of an arbitrary nature does not remedy the situa- 
tion. In re American Cyanamid & Chemical Corporation (C. C. P. A.), 


99 Fed. (2d) 964. In the absence of an appropriate disclaimer the registra- 
tion applied for is refused.* 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 


ferences insofar as it sustained the opposition of Forest City Mfg. 


Company to the application of The Forest Garment Company for 
registration of the notation “Peggy Jean,” as a trade-mark for 
“women’s, misses’ and children’s coats, suits, dresses, blouses, smocks, 
culottes” ; but he otherwise reversed the Examiner's decision. 

After noting that the chief use of applicant’s mark had been upon 
cotton wash dresses and that the opposition was based upon opposer's 
prior use of the name “Peggy Palmer” as a trade-mark for identical 
merchandise, in answer to the contention of counsel for applicant 
that the record affirmatively establishes the absence of reasonable 


likelihood of confusion, the Assistant Commissioner said: 


As has frequently been observed by the courts the probability that con- 
fusion will or will not result from the use of two marks on similar goods is 
largely a matter of opinion. Younghusband v. The Kurlash Co., 25 C. C. 
P. A. 886, 94 Fed. (2d) 230 [28 T.-M. Rep. 132]. It is also well settled 
in trade-mark law that all doubts in that regard must be resolved in favor 
of the first user. Sutter Packing Co. v. Piggly Wiggly Corporation, 20 C. C. 
P. A. 1069, 64 Fed. (2d) 1006 [23 T.-M. Rep. 249]. 


He then said: 

I have examined the record with painstaking care, and have studied the 
several arguments advanced in applicant’s brief, but I am not convinced 
beyond doubt that the concurrent use of the two marks before me on 
identical merchandise of the character here involved would be unlikely to 
confuse purchasers. 

Observing that counsel for applicant points to the fact that 
the mark relied on by opposer is not a “technical” trade-mark, being 
a proper name and having been registered under the provisions of 
the Act of March 19, 1920, and urges that opposer’s mark is entitled 
only to limited protection, he said: 


Clearly, however, the mark denotes origin and opposer’s use precludes 
the registration of a confusingly similar mark of more recent adoption. 


8 Martell & Co. v. Société Anonyme de la Benédictine Distillerie de Ja 
Liqueur de PAncienne Abbaye de Fécamp, Opp’n No. 17,258, 163 M. D. 
387, October 9, 1939. 
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Trustees for Arch Preserver Shoe Patents vy. James McCreery § Co., 18 C. C. 
P. A. 1507, 49 Fed. (2d) 1068 [21 T.-M. Rep. 374]. Moreover, regardless of 
the scope of opposer’s rights, the public must be protected against possible 
deception. 

Then, with regard to a certain early trade-mark registration for 
which applicant alleged ownership by assignment, he said: 

Assuming, arguendo, that use of that mark would support registration 
of applicant’s present mark, it need only be noted that the assignment under 
which applicant claims is dated September 4, 1937, at which time applicant's 
assignor had been out of business for nearly ten years. As a trade-mark 
may be transferred only in connection with the transfer of an existing busi- 
ness, it follows that applic ant took nothing by the assignment upon which 
it relies. Kelly Liquor Co. y. National Brokerage Co. (C. C. P. A.), 102 Fed. 
(2d) 857 [29 T.-M. Rep. 279]. 

In expressing the opinion that the Examiner erred in his ex parte 
refusal to register applicant’s mark by holding “Jean” to be a sur- 
name in view of the Los Angeles and Boston city directories for 1934, 
he said: 

In the notation “Peggy Jean” the word “Jean” does not have the sig- 


nificance of a surname, and its obscurity as such is indicated by the com- 
parative antiquity of the Examiner’s references.” 


Goods of Different Descriptive Properties 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences dismissing the opposition of American Enka Corporation 
to the application of Velveray Corporation of America for the regis- 
tration of the notation “‘Perltone,” printed in plain block type, as a 
trade-mark for use with “decorated, printed and ornamented knitted 
and woven textile fabrics, which fabrics may be crepe goods, flat 
goods or pile goods and may consist of cotton, silk, linen, wool 
mixtures thereof.” 

Noting that applicant claimed use of its mark since April, 1935, 


and that opposer relied upon its ownership of a registration, issued 


February 9, 1932, for “rayon yarn,” of the mark “Perlglo,” printed 


in script, with a heavy paraph extending thereunder which bears 
the name “Enka” in reverse printing, the Assistant Commissioner 


® Forest City Mfg. Co. v. The Forest Garment Company, Opp’n No. 16,388, 
163 M. D. 389, October 17, 1939. 
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pointed out that the Examiner of Interferences held that the goods 
of the parties are not of the same descriptive properties, and that 
even if they were “‘the cumulative effect of the differences in the 
specific characteristics of such goods and in these marks is sufficient 
to obviate any reasonable likelihood of confusion in trade,” and said: 


No testimony was taken by either party, and in the absence of proof 
to the contrary I find myself in complete agreement with the conclusions 
reached by the Examiner of Interferences. His decision is accordingly 
affirmed,!” 


Not a Trade-Mark 


Frazer, A. C.: Affirmed the refusal of the Examiner of Trade- 
Marks to register the notation “Aircraft Control” to the Pioneer 
Instrument Company, Inc., under the provisions of the Act of 
March 19, 1920, as a trade-mark for a long list of aircraft indicat- 
ing instruments. 

After pointing out that applicant had previously been refused 
registration of the mark under the Act of 1905 on the ground that 
the mark is incapable of trade-mark significance in connection with 


the goods to which it is applied and that the Examiner had held 


applicant’s right to registration of the mark was res judicata, he 
said: 


I do not think the doctrine of res judicata is applicable. It is true that 
the Examiner, in holding applicant’s mark nonregistrable under the 1905 
Act, used language indicating that in his opinion it was likewise non- 
registrable under the 1920 Act; but the question was not before him for 
determination, nor could it properly have been adjudicated as the applica- 
tion then stood. The only question presented was whether or not the mark 
was registrable to applicant under the earlier act, and the propriety of the 
Examiner's ruling that it was not so registrable was the only matter con- 
sidered on appeal. 

Upon the merits I am constrained to agree with the Examiner that 
applicant’s mark is essentially devoid of trade-mark significance. One 
definition of the word “control,” found in Webster’s New International 
Dictionary, is as follows: “The apparatus used to control the speed, direc- 
tion of flight, altitude, and power of an aircraft.” 

As stated by the Examiner with reference to the applicant’s goods, while 
“no one of the enumerated instruments may, by itself, be properly called an 
‘aircraft control, they are all parts of general aircraft control equipment 
and apparatus.” Descriptiveness is no bar to registration under the Act 


10 American Enka Corporation vy. Velveray Corporation of America, Opp'n 
No. 17,611, 163 M. D. 385, October 9, 1939. 
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of 1920, provided the proposed mark also carries trade-mark significance; 
but in the instant case I am constrained to agree with the Examiner “that 
the expression sought to be registered does not and cannot indicate the 
origin or ownership of the goods to which it is applied.” This being true it 
may not be registered as a trade-mark, even under the Act of 1920.1! 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1920, the notation “Geared Electric” as a trade- 
mark for turret lathes, the ground of the refusal being that the mark 
involved is devoid of trade-mark significance as applied to the goods 
named. 


The Assistant Commissioner pointed out that descriptiveness is 
no bar to registration of a mark under the 1920 Act, provided only 


that such mark functions also as a trade-mark, and said: 


It is my opinion that the mark here sought to be registered does not so 
function. Any electrically operated turret lathe that is geared is mani- 
festly a geared electric turret lathe regardless of its source of origin, and 
petitioner’s mark merely informs the purchaser that the lathe to which it is 
affixed is of that type. 

Then, in answer to the contention that registrations cited by 
counsel as “entirely similar in their usage and even more descriptive 
than applicant’s mark’’ should be considered, “not as having been 
erroneously granted, but as indicating the degree of liberality that 
has characterized Patent Office practice with respect to registrability 
of marks under the 1920 Act,” the Assistant Commissioner said: 

The Office has been extremely liberal in this regard, and properly so; 
as a result of which some marks have undoubtedly been registered that 


should have been rejected. To accept such registrations as binding pre- 
cedents, however, would be to transcend liberality and perpetuate error.!* 


O pposition—Review of Decision 


Frazer, A.C.: Denied the petition of National Distilleries Com- 
pany that the below entitled opposition proceeding be reopened, 
and that the opposition be dismissed, and that its trade-mark be 
registered in accordance with the opposed application. 


11 Ex parte Pioneer Instrument Company, Inc., Ser. No. 369,664, 163 
M. D. 345, August 15, 1939. 

12 Ex parte Bardons & Oliver, Inc., Ser. No. 392,250, 163 M. D. 373, 
September 14, 1939. 
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After noting that the opposition was sustained by the Examiner 


of Trade-Mark Interferences in a decision rendered August 10, 1936, 


that no appeal was taken and that the Examiner’s decision has long 


since become final, the Assistant Commissioner observed that the 
most persuasive of the various circumstances recited by counsel 
for petitioner in explanation of their belated activity is that in an 
infringement suit between the parties hereto it was recently held 
by the Circuit Court of Appeals for the Fourth Circuit that the 
trade-marks involved in this proceeding are not so nearly similar 
“as to be likely to confuse a purchaser of the goods exercising ordi- 
nary caution in his dealings.” Glenmore Distilleries Co. v. National 
Distillers Products Corporation, 101 Fed. (2d) 479 [29 T.-M. Rep. 
305]. He then said: 

That suit was filed, however, after the Examiner's ruling to the contrary 
had become a final adjudication, and I do not think the court’s subsequent 
disagreement with the Examiner is of sufficient moment to warrant the 
extraordinary relief that petitioner seeks. 

He then referred to his decision in Buckeye Brewing Co. v. 
Burger Bros. Co., 480 O. G. 699, 84 U. S.-P. Q. 39, where he had 
occasion to consider the same question and stated: 


In denying the petition to reopen I said: 

“The case referred to in the petition was a trade-mark infringement 
suit, in which the court made certain observations in its opinion that do not 
coincide with the conclusions reached by the Commissioner in the opposition 
proceeding. Petitioner's right to the registration of the trade-mark involved 
was not in issue and was not discussed. The most that can be said is that the 
court disagreed with the Patent Office as to whether or not the goods in 
which the parties respectively deal are of the same descriptive properties. 

“Manifestly, the Patent Office cannot undertake to revise its rulings from 
time to time to conform with all court decisions as they are handed down. If 
petitioner was dissatisfied with the decision of the Commissioner it had its 
statutory remedy, of which it neglected to avail itself. Having permitted 
the decision to become final, petitioner is bound thereby.”™ 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences dismissing the opposition of Carl S. Bresnick to a trade- 
mark registration applied for by applicant, but he reversed the 

13 Glenmore Distilleries Company v. Penn-Maryland Corporation (Na- 


tional Distillers Products Corporation, Assignee, Substituted), Opp’n No. 
14,852, 163 M. D. 391, October 18, 1939, 
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Examiner’s adjudication that the applicant is entitled to the registra- 
tion applied for. 

Observing that the opposer relied on two registrations issued 
to him prior to applicant’s claimed date of first use of the mark 
sought to be registered, but that it affirmatively appeared from 
opposer’s own testimony that he had not used the registered mark 
since 1930,.and that he testified that during that year a corporation 
known as Bresduck, Inc., was organized to take over the business 
he had formerly conducted ‘“‘and to exploit the trade-marks that I 


owned,” the Assistant Commissioner said: 


Manifestly, one who has abandoned the use of his trade-mark can suffer 
no damage, within the meaning of the statute, by the registration to another 
of a similar mark. Skene vy. Marinello Co., 50 App. D. C. 265, 270 Fed. 701 
[ll T.-M. Rep. 110]. And use by the corporation is of no avail to Mr. 
Bresnick, even though, as he states in his testimony, he owns half the 
capital stock of Bresduck, Inc. The corporation is a legal entity, separate 
and apart from its stockholders, and they have no such interest in its trade- 
mark rights as entitles them, or either of them, individually to maintain 
a proceeding of this character. The opposition should have been dismissed 
for lack of a qualified opposer. 


Regarding applicant’s ex parte right to register the notation 
“Two Bucks,” in association with the representation of two heads 
said to be those of buck deer, as a trade-mark for razors, the Assistant 


Commissioner pointed out that without objection opposer proved 


that Bresduck, Inc., for some seven years preceding applicant’s 
adoption of this mark, had used the words “Dubl Duck,” with a pic- 


ture of two ducks, upon goods identical with those of applicant, and 


said: 


It appears from the record that such goods are sold chiefly to barbers, a 
great many of whom are of foreign extraction and whose knowledge of 
English is often imperfect. Obviously the words “duck” and “bucks” sound 
very much alike, and the words “double” and “two,” as employed in the 
marks, have substantially the same meaning. Unless clearly enunciated 
and properly understood, it seems to me that when spoken the word por- 
tions of the marks may thus be confused by many purchasers. The marks 
as a whole differ considerably in appearance, but that is not the only test. 
Sound and significance must likewise be considered, as must also the class 
of purchasers to whom the goods are sold. 

While an opposer is not permitted to assert similarity between an appli- 
cant’s mark and the mark of a third party as a ground of opposition, never- 
theless when such matters are pleaded and proved without objection I do not 
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think they may properly be ignored in determining, ex parte, the question 
of registrability."' 


Proof of Ownersh ip 


Frazer, A. C.: Affirmed a decision of the Examiner of Trade- 
Mark Interferences sustaining the opposition of Sterling Products 
(Incorporated), of Wheeling, W. Va., to registration to The 
Dandro-Nox Company, of Baltimore, Md., of a trade-mark in 


which the term “Dandro-nox” is the dominating feature. 


After noting that the mark of the applicant is used in connection 
with a scalp treatment preparation and that, many years before 
applicant’s first date of use of the word “Danderine.”’ had been 
registered to the opposer for substantially the same goods, he said: 


Applicant’s mark is composite and must be considered as a whole; but 
the term “Dandro-nox” is outstandingly its dominating feature, and ap- 
plicant’s goods would necessarily be known and called for by purchasers 
simply as “Dandro-nox.” ‘That this notation too nearly resembles opposer's 
mark “Danderine” for both to be used on identical merchandise of the 
character here involved without likelihood of confusion I have no doubt.'* 


14 Carl S. Bresnick v. Kinfolks Incorporated, Opp’n No. 17,653, 163 M. D. 
396, October 27, 1939. 

15 Sterling Products (Incorporated) v. The Dandro-Nox Company, Opp'n 
No. 17,060, 163 M. D. 325, July 28, 1939. 
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ITS SERVICES TO MEMBERS 


The Association is a membership corporation, conducted with- 
out profit, and includes in its membership the leading trade-mark 
owners in the United States, besides a number in Canada and 
European countries. 

FULL MEMBERSHIP in the Association is limited to owners 
of trade-marks. Attorneys and others interested in trade-mark 
matters are eligible to ASSOCIATE MEMBERSHIP, which 
entitles them to the monthly Bulletin and information service. 

During sixty years of its existence, it has accumulated the most 
complete library and files of information on trade-mark matters 
to be found anywhere in the world. Its monthly Bulletin, sent 
to members, covers current legislation or litigation of interest 
throughout the world. Its readers always know where they stand 
on their trade-mark problems. 

We furnish reliable information to members or counsel on 
any question of trade-mark adoption, protection or use. We do 
not give legal advice, or discharge the duties of an attorney or 
counsel. 

We list and index trade-marks of members advising them of 
special conditions or changes in the law affecting their trade- 
marks in any country where registered. 

We receive regularly the official publications of all foreign 
countries, listing trade-mark registrations or applications.. These 
are carefully read to detect marks that infringe those of our 
members. Prompt notice of such cases is given. Over thirty 
periodicals are examined each month for that purpose. 

We file, record and publish in the Bulletin trade-mark slogans, 
in use by members, thereby affording a record of the members’ 
use and claim. 

All searches in our own records are without cost to members. 
Searches in other records, official or unofficial, are furnished at 
cost. 

We have facilities for investigating any question of fact affect- 
ing a trade-mark, as whether a mark is in use and on what goods, 
when it was first used, whether infringing goods are on sale in 
any market, and by whom. These investigations are conducted 
for members at actual cost, usually nominal, 

We can furnish promptly copies of court opinions in cases of 
trade-marks or unfair competition, in typewritten form at the 
cost of typing. 

Our facilities for arbitrating disputes affecting trade-marks 
are discussed at length in the Bulletin of January, 1929. 

Proposed legislation on the subject of trade-marks receives 
the constant and careful attention of the Association. The or- 
ganization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 
In foreign countries, as well as in the United States, the Asso- 
ciation has secured the enactment or amendment of laws in im- 
portant instances. We should be glad to send on request an issue 
of the Bulletin detailing our work in this last particular. 
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where their cases are diagnosed and treated . . . either free, or in propor- 
tion to their ability to pay. 

Help save these lives! Your dollar will do this. In addition, you will 
receive a supply of Package Labels, and our Quarterly Review giving 
you the latest information on cancer. 


NEW YORK CITY CANCER COMMITTEE 


of the American Society for the Control of Cancer 
130 East Sixty-sixth Street, New York, New York 


For $1 enclosed, please send me a supply of your Package Labels, I 
understand that in addition you will send me your Quarterly Review. 
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local information to headquarters: American Legis Control 
of Cancer, 350 Madison Avenue, New 





